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The Governmental Advisory Committee (GAC) has issued advice to the ICANN Board of
Directors regarding New gTLD applications. Please see Section IV of the GAC Durban
Communique for the full list of advice on individual strings, categories of strings, and
strings that may warrant further GAC consideration.

Respondents should use this form to ensure their responses are appropriately tracked
and routed to the ICANN Board for their consideration. Complete this form and submit
it as an attachment to the ICANN Customer Service Center via your CSC Portal with the
Subject, “[Application ID] Response to GAC Advice” (for example “1-111-11111
Response to GAC Advice”). All GAC Advice Responses to the GAC Durban Communiqué
must be received no later than 23:59:59 UTC on 23-August-2013.

Respondent:
Applicant Name Amazon EU S.ar.l.
Application 1D AMAZON (1-1315-58086)

. 7~ [AMAZON] (1-1318-83995)
. IV T4 3%} [AMAZON] (1-1318-5591)

Applied for TLD (string) As displayed above

Response:

August 23, 2013

Dr. Steve Crocker, Chairman of the Board

Mr. Fadi Chehadé, President & CEO

Mr. Cherine Chalaby, Chair of the New gTLD Committee
Members of the New gTLD Program Committee
Internet Corporation for Assigned Names and Numbers
12025 Waterfront Drive, Suite 300

Los Angeles, CA 90094-2536

Re: Amazon’s Response to the ICANN Board of Directors on the GAC Durban Communiqué

Dear Dr. Crocker, Messrs. Chehadé and Chalaby, and Members of the ICANN Board of
Directors New gTLD Program Committee,

Thank you for the opportunity to respond to the Governmental Advisory Committee’s
(“GAC”) Advice set forth in the Durban Communiqué (the “GAC Advice”). Amazon respects
the vital role of the GAC and its contribution to the multi-stakeholder model of governance.
Under the Applicant Guidebook (“AGB”), GAC advice creates a rebuttable presumption for
the ICANN Board of Directors New gTLD Program Committee (“NGPC”) that the application


https://gacweb.icann.org/download/attachments/27132037/Final_GAC_Communique_Durban_20130718.pdf?version=1&modificationDate=1375787122785&api=v2
https://gacweb.icann.org/download/attachments/27132037/Final_GAC_Communique_Durban_20130718.pdf?version=1&modificationDate=1375787122785&api=v2
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should not proceed. Not only is that presumption plainly rebutted here, but following that
advice would violate national and international law and upend the settled international
consensus embodied in ICANN’s Bylaws, Articles of Incorporation, and Affirmation of
Commitments (the “Governing Documents”).

Advice provided by the GAC to the NGPC is just that: advice. Of course, ICANN must act in
accordance with its Governing Documents and international and national laws. The GAC
Advice as it relates to the . AMAZON, .7 < ¥J > and .\[l I if} applications (collectively the
“AMAZON Applications”) ignores both of these key limitations on ICANN’s power to do
precisely what the advice advocates — selectively rejecting an application for a new gTLD.1
Instead, contrary to those limitations, the GAC has injected into the ICANN process political
issues already addressed and rejected by international consensus in the ICANN rulemaking
process in contravention of the objecting governments’ own national laws and international
laws to which they themselves are signatories.

In short, the GAC Advice as it relates to the AMAZON Applications should be rejected
because it (1) is inconsistent with international law; 2(2) would have discriminatory impacts
that conflict directly with ICANN’s Governing Documents; and (3) contravenes policy
recommendations implemented within the AGB achieved by international consensus over
many years. Failure to reject the GAC Advice will fundamentally undermine the multi-
stakeholder model and place at risk, and destroy trust in the fairness of, the gTLD process
for both current and future applicants.’

l. Background

Amazon and the Amazonia region of South America have coexisted amicably, both
regionally and globally, with no interference on regional matters or consumer confusion or
harm for more than seventeen years. We have been and continue to be pleased to serve
countless customers in the region throughout much of that period. Amazon is not the
recognized term for the region in most of South America, which use Amazonas or Amazonia.

1 See, generally, ICM Registry, LLC v. ICANN, ICDR Case No. 50 117 T 00224 08, Judge Stephen M.
Schwebel, Presiding. (Feb. 19, 2010).

2 For the convenience of the NGPC, the Board of Directors, and ICANN legal team as a whole, Amazon
has attached as Appendix A Chapters 5-9 of Heather Ann Forrest’s recently published book
Protection of Geographic Names in International Law and Domain Name System Policy by Heather
Ann Forrest (Wolters Kluwer Law International 2013). Professor Forrest’s research clearly supports
the Amazon position that there are no legal rights by a country in a sub-regional or geographic
feature name, or any geographical name per se.

3 See, e.g., Lisa Schuchman, “Amazon’s Domain Name Trouble Threatens ICANN Program”, CORPORATE
COUNSEL (Aug. 7, 2013), available at:

http://www.law.com/corporatecounsel /PubArticleCC.jsp?id=1202614276487&slreturn=20130719
1909009.
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Although geographic denominations may be registered with the local trademark offices, the
term AMAZON is not registered as a geographical denomination by either the Brazilian or
the Peruvian trademark offices (or any other government trademark offices in the Amazonia
region).*

AMAZON, along with AMAZON-formative marks such as AMAZON.COM and AMAZON and
Design (collectively the “AMAZON Marks”) is a trademark registered by Amazon more than
1300 times in over 149 countries world-wide — including registrations in the trademark
offices and in the ccTLDs of the very regions that now claim Amazon should not be allowed
to use its global mark as a gTLD.> Amazon has never used its mark as a geographic term.
Nor have the governments of South America ever themselves used the names of their

”n u

geographic regions — “Amazonia,” “Amazonas,” or “Amazon”® — or any variation of these

terms, as trademarks for Internet services or any other goods and/or services.

The AGB, which was “the result of years of careful implementation of GNSO policy
recommendations and thoughtful review and feedback from the ICANN stakeholder
community,”” does not prohibit or require government approval of the terms .AMAZON, . 7
<Y Y and .\ 5#h. Amazon submitted the AMAZON Applications in January 2012 after
careful review of, and fully consistent with, those rules.®

Despite our long-standing presence throughout the region, the Governments of Brazil and
Peru opposed the AMAZON Applications (first through an Early Warning against only the
.AMAZON application, and later seeking GAC consensus advice against. 7 <% > and .\l
b as well). In response, Amazon actively engaged with the governments of the Amazonia

region and the Organizacidn del Tratado de Cooperacién Amazdnica (“OTCA”), the treaty

4 See discussion infra starting at p. 4.

5 See the list of Amazon Trademarks and domain names issued in countries of the Amazonia region,
attached as Appendix B.

6 Guyana is the only country in the Amazonia region to use the term “Amazon” in reference to the
region.

7 “About the Program”, ICANN. http://newgtlds.icann.org/en/about/program (visited Aug. 12,
2013).

8 AMAZON, .7 < ¥J > and .\l 3} are not country or territory names, and thus are not prohibited as
gTLD strings under Section 2.2.1.4.1 of the AGB, nor are they geographic names that require
documentation of support or non-objection from any government or public authority pursuant to
Section 2.2.1.4.2 of the AGB. Five specific categories of strings are considered “geographic names”
requiring such government or public authority support, including “any string that is an exact match
of a sub-national place name, such as a county, province, or state, listed in the ISO 3166-2 standard.”
AGB §2.2.1.4.2. Despite the Peruvian GAC representative’s statement to the contrary during the
Durban Meeting, . AMAZON, .7 ¥ ¥ > and .\l Z3#} do not fall within any of the five categories,
including the ISO 3166-2 list. The Geographic Names Panel has never contacted Amazon regarding
its AMAZON Applications, and has not taken the position that the applied-for strings are “geographic
names”. In addition, the AMAZON Applications have all passed Initial Evaluation with perfect scores
of 100%, putting them in the top 5% of all applications passing evaluation.
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organization that represents the Amazonia region, through letters, video-teleconference,
and an in-person meeting in Brasilia leading up to the ICANN meeting in Beijing. Despite a
number of proposals presented by Amazon, including support of a future gTLD to represent
the region using the geographic terms actually used by the Brazilian and Peruvian regions,
such as .AMAZONIA or .AMAZONAS, the GAC representatives for Brazil and Peru insisted
that Amazon withdraw its application or change the strings to “*. AMAZONINCORPORATED”,
“.AMAZONINC” or “.AMAZONCOMPANY.”

Despite knowing the Community Objection process is the appropriate avenue designated by
ICANN for governments wanting to contest geographic terms not included in the AGB, no
representative from Brazil or Peru (or any of the other Amazonia region countries or the
OTCA) filed a Community Objection. Instead, a third party — the “Independent Objector” (a
person known to represent the Government of Peru) — filed a Community Objection on
behalf of the region.9

At the Beijing meeting, GAC representatives from Brazil and Peru sought GAC consensus
advice against the AMAZON Applications. After failing to achieve consensus through that
process to block the applications outright, Brazil and Peru instead requested (via the GAC)
that the AMAZON Applications — instead of being allowed to proceed as the AGB requires —
be delayed so the GAC could “further consider” the strings at the Durban meeting. This
Board agreed to the delay.

At the ICANN Durban Meeting the Brazilian and Peruvian GAC representatives asked the
GAC to revisit its objection to the AMAZON Applications. Both the Brazilian and Peruvian
GAC representatives made public statements emphasizing the attention the Applications
had drawn by their own governments and governmental organizations.™ In its second
consideration of the AMAZON Applications, from our understanding following political and
economic discussions by several of the objecting countries to persuade others to not block

9 As noted in our response to the Beijing GAC Advice and for completeness, the “Independent
Objector” (“I0”) represents the Government of Peru in an ongoing case at the International Court of
Justice, arguing on its behalf as recently as December 2012. We have separately raised serious
concerns over the potential issue of conflicts with ICANN’s legal department - by telephone, in three
separate letters, and in two in-person meetings (both before and after the 10 filed his objection) - but
have yet to receive a response from ICANN.

10 [ndeed, in mid-June a Brazilian Senator held widely-publicized hearings on the issue and created
an online petition to gather signatures against the AMAZON Applications. The petition was supposed
to be delivered to the ICANN Community at the Durban meeting, purportedly evidencing large scale
community support against the AMAZON Applications. The Brazilian GAC representative referenced
the petition when requesting the renewed objection be upheld - “we had a huge reaction from the
civil society which is organizing a document signed by thousands of people to be sent to the ... ICANN
Board” - but the petition itself was never delivered.
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their objection, the GAC agreed on consensus advice to reject the AMAZON Applications
that are before this Board.

l. The GAC Advice is Inconsistent with International Law

ICANN is required to “operate for the benefit of the Internet community as a whole,
carrying out its activities in conformity with relevant principles of international law and
applicable international conventions and local law”.** While the GAC has an appropriate
role to play in providing advice to the ICANN Board on matters related to government policy
and international and national laws, the GAC Advice here substantially oversteps those
bounds. ICANN’s failure to reject that advice would plainly violate relevant principles of
international law and applicable conventions and local law, and therefore violate ICANN'’s

Governing Documents.

Governments do not have a per se national or global exclusive right to terms that are also
used to represent a geographic area — be it a country, city, town, mountain, river, tributary,
volcano, or other. Any rights in geographic terms are granted by law and, generally, cannot
prohibit other uses of the term in a non-geographic manner. Indeed, the international legal
system has well-established mechanisms for protecting terms, including use of geographical
names. These mechanisms fall into one of four major categories: (1) Intellectual Property;
(2) Regulatory Recognition; (3) National Sovereignty; and (4) Indigenous Rights. None of
these mechanisms has ever been used by the objecting countries to protect the geographic
term “Amazon” or any other translation or variation (as opposed to Amazon’s non-
geographic use of the separate trademark AMAZON for Internet and e-commerce services).

1. Intellectual Property: Trademark Rights

The Paris Convention of 1883 (“Paris Convention”) is the basic building block for modern
international intellectual property law. Importantly, the Agreement on Trade-Related
Aspects of Intellectual Property Rights (“TRIPS”) incorporates by reference Paris Convention
Articles 1-12 and 19, and mandates that all World Trade Organization members enforce
these provisions whether they are members of the Paris Convention or not. Under TRIPS
and the Paris Convention, several forms of intellectual property protections and rights are
recognized.

First, trademark protection is provided to terms that may act separately as geographic
references, but are for trademark purposes distinctive of particular goods or services and

11 Articles of Incorporation of ICANN, § 4.
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indicate a particular source of these goods or services.”” The AMAZON Marks use the term
AMAZON not as a geographic reference, which locally would be AMAZONIA and/or
AMAZONAS, but as a fanciful term unrelated to the region. In fact, on July 26, 2013, the
Peruvian trademark office, in considering the registrability of a third party’s trademark
applications for AMAZONAS, AMAZONASPERU and AMAZONAS.PE, and related oppositions,
noted no similarities between these marks and AMAZON “since the denomination
AMAZONAS makes reference to one of the regions located north of Peru, while the

denomination AMAZON will be perceived by the average consumer as a fanciful sign.”*

Here, Amazon holds trademark rights in and to the mark AMAZON as it relates to Internet
and e-commerce services, among others. Amazon does not use the AMAZON Marks in any
way that references or relates to the Amazonia region (in other words, the AMAZON Marks
are not geographic terms; they are trademarks). The AMAZON Marks have been registered
more than 1300 times in over 149 countries world-wide, including in Brazil and Peru. The
very governments that now object to Amazon’s use of the AMAZON Marks globally in
connection with Internet and e-commerce services are now trying to ignore and erase not
only the fact that Amazon has existed on the Internet for more than 17 years, but the fact
that these and other governments outside of their region have already expressly granted
Amazon the right to use its marks for these services.

Article 16(1) of TRIPS gives the owner of a registered trademark certain exclusive rights in
that mark. Such rights can legally prevent other parties from using the same mark, including
objecting countries or other parties, in the course of trade. The objecting governments
have no superior legally recognized trademark rights in the term AMAZON for Internet-
related services.

Second, Article 8 of the Paris Convention also gives international rights to protect trade
names of commercial entities. To the best of Amazon’s knowledge, none of the objecting
countries owns legally recognized trade name rights in the term AMAZON.

Third, Article 6-ter of the Paris Convention protects various official names, insignia, flags,
emblems, or hallmarks which indicate warranty and control. Brazil and Peru have sought to
protect several of their insignia in this manner, but not the term AMAZON. For example, a
design mark for CAFE DO BRASIL and the Official Seal of Peru, owned by Peru, were filed by
Brazil and Peru respectively in the US Patent and Trademark Office under 6-ter. No such
action was taken for the term AMAZON.

12 Examples are LONDON FOG for raincoats (the capital city of the United Kingdom), TSINGTAO for
beer (a city in China), and HAVAIANAS for flip flops (Hawaiian in Portuguese).
13 Maribel Portella Fonseca v. Amazon Technologies, Inc., Resoluciéon N. 2154-2013/CSD-INDECOPI.
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Fourth, Articles 10 and 10 bis of the Paris Convention mandate that Member States
undertake to protect against all acts of unfair competition and to give infringed parties
remedies to protect their rights. Unfair competition protects against acts which deceive the
public and are used by competitors in bad faith to undermine each other’s businesses.
Unfair competition protection could theoretically be available for geographical names if
such names were used in a commercial activity. Because they have no commercial use of
the term AMAZON, the objecting governments have no legally recognized unfair
competition rights in the term AMAZON.

Fifth, another way that a geographical term may receive intellectual property protection is
as an “appellation of origin” or “geographical indication” (hereinafter, collectively,
“geographical denomination”). The principal methods for protecting geographical
denominations arise under national law, bilateral treaties and global treaties. The most
well-known geographic denomination is CHAMPAGNE for a sparkling wine from a particular
region of France produced under strict protocols. In the international context, the principal
global treaties that include references to geographical denominations are the Paris
Convention of 1883, the Madrid Agreement for the Repression of False or Deceptive
Indications of Source on Goods of 1891, the Lisbon Agreement on the Protection of
Appellations of Origin, and the WTO TRIPS Agreement of 1994. The objecting governments
have not protected and have not sought to protect the term AMAZON as a geographical
denomination under the framework provided by any of these treaties."*

The principal treaty recognizing geographical denominations (which it terms “geographical
indications”) is the TRIPS Agreement,15 which provides relative protection against false
geographical indications that are misleading (including misleading use of a previously
recognized geographical indication as a trademark). Even if the objecting governments
were now to establish geographical indication rights in the term AMAZON (which, as noted
above, they presently do not hold), these rights would be limited to a particular set of goods
or services that these governments had shown to “originate” in the Amazonia region or for
which “a given quality, reputation or other characteristic...[were] essentially attributable to”
the Amazonia Region.16 Internet-related services would certainly not qualify.

As a result, none of the objecting governments can claim intellectual property rights in and
to the term AMAZON, nor take advantage of geographical denominations protections under

14Some of the objecting governments have protected geographic indications for other terms. Peru,
for example, has protected over 700 geographic indications under the Lisbon Agreement, but none is
for AMAZON.

15 All members of the WTO are members of the TRIPS Agreement. As of the date of this letter, 159
countries are members of the WTO.

http://www.wto.org/english/thewto_e/whatis_e/tif e/org6_e.htm.

16 TRIPS Agreement, Article 22(1).
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national and international laws. Even under the narrowest interpretation of Amazon’s
trademark rights, Amazon’s right to use the term AMAZON for Internet-related services
would prevail under existing national and international laws. Respect of well-established
national and international intellectual property laws alone requires rejection of the GAC
Advice.

2. Regulatory Recognition

In many legal systems, certain commodities have specific naming protocols to avoid
confusion in the international marketplace. For example, the term NAPA is protected for
wines from the Napa Valley in California, USA, under the U.S. system of “American
Viticultural Areas.” This type of governmental protection is a helpful system for protection
of geographical names that do not fall within the various intellectual property rights granted
nationally and internationally. In addition, geographical names are protected under
international, national, and municipal laws as they relate to consumer protection, such as
regulations designed to prevent consumer confusion and harm.

The objecting countries have no legally recognized regulatory rights in the term AMAZON.
3. National Sovereignty

Under international law, sovereign states have certain rights to control their national
boundaries and be represented in international organizations and related interests. These
rights, however, do not extend to preventing use of terms in a non-geographic manner (i.e.,
as a trademark or for use in connection with services that bear no relation to a physical,
geographic region), particularly when their own national laws allow such use. The very
countries objecting to Amazon’s use of AMAZON for Internet services — as well as numerous
other sovereign countries — granted registrations in the AMAZON Marks under their own
laws on this very basis. Indeed, there is no international consensus as to whether sovereign
rights over boundaries extend to country names, let alone any sub-region or physical
feature such as a river, nor are there any current global mechanisms for recognizing such
rights, but there is consensus on the protection of a trademark owner’s rights through the
treaty provisions found in the TRIPS Agreement.

The objecting countries have no legally recognized independent sovereignty rights in any
sub-regional names for the term AMAZON.
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4. Indigenous Rights

Certain human rights are protected under international law (and even under ICANN policy
where the Universal Declaration of Human Rights and the International Covenant on Civil
and Political Rights are mentioned). In addition, consideration is given to the UNESCO
cultural indicia, human rights in property ownership, self-determination, and free
expression, and other inherent political rights. However, the objecting countries have no
legally recognized rights in the term AMAZON.

To the contrary, corporate ownership of trademarks is clearly protected under human
rights. Inthe European Union case Anheuser-Busch, Inc. v. Portugal, Application No.
73049/01 (1/11/2007), the Grand Chamber of the European Court of Human Rights upheld
trademarks as valid possessions ruled by human rights law. It is important to note as well
that human and indigenous rights under these doctrines belong to the individual, not the
state, and these rights protect individuals from state action to take away their rights and
property. In this matter, not only do the objecting governments not have any human or
indigenous rights in the word AMAZON, but international law forbids them from globally
limiting and devaluing this well-known trademark.

Despite all the methods listed above to provide protection for geographical names, the
objecting countries have pursued none of them in connection with the term AMAZON.
Amazon does not dispute this region’s importance to its inhabitants and their governments.
This importance, however, does not grant the region — or national governments — per se
rights to prevent use of an otherwise unprotected geographic term, nor does it give the GAC
or ICANN the right to create extraterritorial, sui generis, per se rights in geographic terms.
Indeed, to the extent that this is a “matter of principle,”'” the principle at stake is the
obligation of WTO Member states and the ICANN Board to follow international law as set
out in the applicable treaties, including most pertinently the TRIPS Agreement administered
by the WTO. As noted above and further discussed below, such treaties carefully balance
the competing interests in protecting geographic denominations and trademarks. It is to
these international treaties that the ICANN Board must look for guidance, not the vague and
unsubstantiated concerns upon which the GAC Advice is grounded.

17 The Peruvian GAC representative in Durban stated, “dot Amazon is a geographic name that
represents important territories of some of our countries which have relevant communities with
their own culture and identity directly connected with the name. Beyond the specifics, this should
also be understood as a matter of principle.” Quotes taken from the live scribe feed as provided by

ICANN: http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C.
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Both the TRIPs Agreement and the Lisbon Agreement contain provisions relating to the
resolution of conflicts between trademarks and geographical denominations. International
discussions and negotiations on ways to interpret, reshape, or amend these treaty
provisions remain ongoing. Many third-party organizations and NGOs active in the
protection of trademarks or geographical denominations have also weighed in with their
opinions on ways to address situations where one party’s trademark rights appear to
conflict with another party’s interest in protecting a geographical denomination. Not once
in the history of debate and discussion of this issue has a nation or organization with an
interest in this topic advanced the extreme position now taken by the governments of Brazil
and Peru with respect to the term AMAZON: that a local region’s newly-expressed interest
in a particular geographical term per se — which is not used or commonly recognized as a
source identifier for any product or service — be privileged over a third-party’s longstanding,
established trademark rights that the countries of this very local region have themselves
recognized, registered and protected for over a decade.

To the contrary, where a trademark has been protected in a particular jurisdiction before
the date on which the TRIPs Agreement becomes effective in that jurisdiction, or before the
protection of a conflicting geographical indication in its country of origin, Article 24(5) of the
TRIPs Agreement further specifies that the implementation of the provisions of the section
on Geographic Indications “shall not prejudice eligibility for or the validity of the registration
of [such] trademark, or the right to use [such] trademark, on the basis that such a

trademark is identical with, or similar to, a geographical indication.”*®

A 2005 WTO Panel addressed whether the exception provided for in Article 24(5) of the
TRIPs Agreement amounts to a “first in time, first in right” rule or mandates coexistence of
the relevant trademark and geographical indication. In that case, Australia and the United
States challenged a 1992 European Union regulation for protecting geographical
denominations for agricultural products and foodstuffs.”® The WTO Panel concluded that in

18 TRIPs Agreement, Article 24(5). The full text of this section reads: “Where a trademark has been
applied for or registered in good faith, or where rights to a trademark have been acquired through
use in good faith either: (a) before the date of application of these provisions in that Member as
defined in Part VI; or (b) before the geographical indication is protected in its country of origin;
measures adopted to implement this Section shall not prejudice eligibility for or the validity of the
registration of a trademark, or the right to use a trademark, on the basis that such a trademark is
identical with, or similar to, a geographical indication.”

19 European Communities - Protection of Trademarks and Geographical Indications for Agricultural
Products and Foodstuffs, WT /DS290/R (15 March 2005) (hereinafter “WTO Decision 290”). Full
information on this case, including a copy of the Report of the WTO Panel, is available at:
http://www.wto.org/english/tratop e/dispu e/cases e/ds290 e.htm. See also Council Regulation
(EEC) No.2081/92 of 14 July 1992 on the protection of geographical indications and designations of
origin for agricultural products and foodstuffs (hereinafter “E.U. Foodstuffs Regulation”), available at:
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:31992R2081:EN:HTML. This E.U.
Regulation was subsequently amended to comply with the WTO panel’s decision in the case
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accordance with Article 17, the TRIPs Agreement allows for a limited exception to a
trademark owner’s rights — namely, that the trademark owner may be compelled to accept
coexistence when trademark and geographical indication rights conflict.” Notably, this
decision does not suggest that geographical indication rights should be allowed to trump
trademark rights.

Peru, Brazil and the other South American countries of the Amazonia region that support
the objection to the AMAZON Applications are WTO members and therefore legally bound
to implement the terms of the TRIPS Agreement and to follow the rulings of the WTO on its
interpretation of the TRIPS Agreement. Under the rule of international law established by
the WTO'’s decision discussed above, it is clear that even if Brazil and Peru were to now
recognize the term AMAZON as a protected geographical denomination, such protection
would not permit them to prohibit or limit the use of the previously recognized trademark
AMAZON. In other words, neither Brazil nor Peru, and likely no other governments, could
bar the AMAZON Applications in their own countries under their own laws, and to do so
would violate international laws.

Ironically, the Brazilian government filed third-party arguments in the WTO case discussed
above that were far more sympathetic to trademark-owner concerns than the position it is
now taking regarding the AMAZON Applications. Brazil’s arguments stressed the
importance of maintaining the value of trademarks and referred dismissively to “a
theoretical hypothesis of coexistence between a trademark and a geographical
indication.”*! As Brazil candidly and correctly concluded at that time:

Brazil believes that without disregarding the peculiar features surrounding the use
of a geographical indication and the need to protect it, one must not do so at the
expense of both the trademark owners and the consumers. Otherwise, the
commercial value of a trademark may be undermined, which runs contrary to the
‘exclusive rights’ of a trademark owner provided for in Article 16.1 of the TRIPs
Agreement.22

The Brazilian government further elaborated that in its view, resolution of conflicts between
trademarks and geographical denominations should:

discussed here; the replacement regulation is Council Regulation (EC) No.510/2006 of 20 March
2006 on the protection of geographical indications and designations of origin for agricultural
products and foodstuffs (hereinafter “E.U. Amended Foodstuffs Regulation”), available at: http://eur-
lex.europa.eu/LexUriServ/LexUriServ.do?uri=0]:L:2006:093:0012:01:EN:HTML.

20 Id. at 143-50.

21 WTO Decision 290, Annex C, C-7.

22]d. at C-7 - C-8.
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[Tlake due account of the fact that (a) geographical indications do not a priori
prevail over registered trademarks[.]**

Thus, under Brazil’s own interpretation of the TRIPs Agreement, one thing is clear: any
rights that Brazil or any of its neighboring countries may have accrued in the geographical
term AMAZON should not a priori prevail over Amazon’s registered trademark rights in the
term AMAZON, which have long been recognized in the region. A government cannot
selectively use ICANN to override the protections found in TRIPs and other international
laws.

The ICANN Board had it right when it approved the policy recommendations resulting in the
AGB. It was —and is — essential that the new gTLD application process be transparent,
predictable, and non-discriminatory. The ICANN Board recognized that allowing
governments to retroactively determine names that are of concern because of geographic
connotations would lead to discriminatory and chaotic consequences.24 To provide the GAC
with an effective veto power over individual strings injects unpredictability25 and politics26
into the gTLD application process. It allows governments to use the ICANN Board to take
actions the governments could not take —and have not taken — under their own laws,
creating a new form of sui generis rights along the way.

At minimum, Amazon requests that, pursuant to the authority reserved to itself in AGB
Section 3.1, the NGPC obtain, before it considers the GAC Advice against the AMAZON
Applications, independent expert advice on the protection of geographic names in
international law generally and the violations of relevant principles of international law and
applicable conventions and local law represented by the GAC Advice. Amazon believes that
the legal treatise cited in notes 1-2 above and the discussion in Section Il above provide

23 ]d. at C-9.

24 See the attached highlighted communications between the ICANN Board and the GAC from the
period 2009 to 2011 on the issue of geographic names, attached as Appendix D.

25 From the Ugandan GAC representative in Durban: “We’re going through a process of generating
similar strings which may be of concern to us. So I'm wondering should we always have to come here
and make statements like this or there’s going to be a general way of protecting those strings that we
think are sensitive to us.”

From the Brazilian GAC representative in Durban: “Now we have dot amazon. Butin the future,
maybe you can have dot sahara, dot sahel, dot nile, dot danube. I don’t know if the names are there. I
don’t have the list by heart. But maybe the names are not there. But it doesn’t mean they’re not
important for national culture and traditional concerns in your countries.”

Quotes taken from the live scribe feed as provided by ICANN:
http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C.

26 From the Sri Lankan GAC representative in Durban: “This issue of dot amazon has reached our
foreign ministry and has gone to the highest level of attention between discussions with the Brazilian
government on a lot of bilateral trade related issues.” Quotes taken from the live scribe feed as

provided by ICANN: http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as
Appendix C.
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material information to the NGPC that demonstrate why the NGPC should not accept GAC
Advice against the AMAZON Applications, and why it should allow the AMAZON Applications
to proceed.

NGPC acceptance of the GAC Advice would destroy hard fought international consensus and
well-settled expectations on geographic names. It would impermissibly place ICANN above
accepted international and national laws at the behest of individual governments in ways
that will not hold up on review in other forums.

1. ICANN Must Act in a Predictable, Transparent, and Non-Discriminatory Manner

In addition to violating various international laws, accepting the GAC Advice would violate
ICANN’s Governing Documents. The right to provide advice on individual applications based
on sensitivities, as granted by the Community, could not have intended such consequences.
If so, the entire process itself may be in violation of ICANN’s guiding principles.

A. GAC Advice Throws Out the Transparency and Predictability Carefully Balanced
in the Development of the AGB

ICANN’s Governing Documents require ICANN to operate in an “open and transparent”
manner.”’ At the outset, the GNSO Council New gTLD Policy Recommendations emphasized
the need to support these requirements and to provide new gTLD applicants with a
transparent and predictable process. %8 Both the GAC® and the ICANN Board™ itself
adopted and endorsed the importance of providing new gTLD applicants with a transparent
and predictable process.

27 Articles of Incorporation of ICANN, § 4. ICANN Bylaws, Article 11, §2(7). Affirmation of
Commitments, §9.1.

28 “The evaluation and selection procedure for new gTLD registries should respect the principles of
fairness, transparency and non-discrimination. All applicants for a new gTLD registry should
therefore be evaluated against transparent and predictable criteria, fully available to the applicants
prior to the initiation of the process.” ICANN GNSO Final Report, Policy Recommendation 1, Aug. 8,
2007.

29 “The evaluation and selection procedure for new gTLD registries should respect the principles of
fairness, transparency and non-discrimination. All applicants for a new gTLD registry should
therefore be evaluated against transparent and predictable criteria, fully available to the applicants
prior to the initiation of the process.” Annex B,”GAC Principles Regarding New gTLDs”, §2.5, GAC
Communique - Lisbon, Mar. 28, 2007.

30 “Resolved (2008.06.26.02), based on both the support of the community for New gTLDs and the
advice of staff that the introduction of new gTLDs is capable of implementation, the Board adopts the
GNSO policy recommendations for the introduction of new gTLDs.” Adopted Board Resolutions -
Paris, June 26, 2008.
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The ICANN Community and Board underscored the importance of predictability for
applicants during discussions about blocking terms that governments determined caused
“sensitivities” to a region.g1 The GAC repeatedly requested that the Board and ICANN
Community afford the same protections to names that do not appear in the AGB-referenced
ISO lists as to names that do appear. To ensure predictability and fairness to applicants —
and prevent precisely the sort of ad hoc undermining of ICANN’s rules now playing out here
—the Board expressly rejected these requests.32 To address government concerns over
strings that raise “national, cultural, geographic, religious and/or linguistic sensitivities or
objections that could result in intractable disputes”, the AGB was revised to include section
2.2.1.4.2 of the AGB and the ability by individual governments to file both Community and
Limited Public Interest Objections.33

In order to ensure transparency and predictability, the ICANN Board specifically precluded
the GAC and/or governments from having broad post-application discretion to block
applications based on non-geographic use of specific terms. Advice must be based on more
than a “principle” of dislike.

The GAC would now have the Board sweep away years of multi-stakeholder input and policy
developments, retroactively implementing the proposed but never adopted GAC’s 2007
Principles in connection with geographic names, and reject applications in violation of
ICANN’s Governing Documents. If the Board accepts the GAC Advice on the AMAZON
Applications, no applicant can ever be sure that its application — and the significant
resources needed to support it — meets the requisite standards for filing. Applicants instead
become pawns in politics unrelated to the DNS or Internet, subject to negotiations with
governments over business models and branding that they would not otherwise be required
to undertake under national laws.

B. GAC Advice Has A Discriminatory Effect on Amazon

Pursuant to ICANN’s Governing Documents, ICANN must act in a non-discriminatory, neutral

31 “The Board'’s intent is, to the extent possible, to provide a bright line rule for applicants. ... It is felt
that the sovereign rights of governments continue to be adequately protected as the definition [of
geographic names] is based on a list developed and maintained by an international organization.”
Letter from ICANN (Dengate-Thrush) to GAC (Karklins), Sept. 22, 2009.

32 “The Board has sought to ensure [...] that there is a clear process for applicants, and appropriate
safeguards for the benefit of the broad community including governments. The current criteria for
defining geographic names as reflected in the Proposed Final Version of the Applicant Guidebook as
considered to best meet the Board’s objectives and are also considered to address to the extent
possible the GAC principles.” ICANN Board - GAC Consultation: Geographic Names, Feb. 21, 2011
(emphasis added).

33 [CANN Board - GAC Consultation: Objections, Feb. 21, 2011. See also ICANN Board - GAC
Consultation: Geographic Names, Feb. 21, 2011.
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and fair manner.** Indeed, one of the core values guiding ICANN’s decisions and actions is
“Im]aking decisions by applying documented policies neutrally and objectively, with

73> The GAC now asks this Board to ignore these requirements.

integrity and fairness.
In his July 16, 2013 public statement to request GAC Consensus Advice against the AMAZON
Applications, the Brazilian GAC representative stated that the AMAZON Applications are of
“deep concern” to the Brazilian Society and create a “risk to have the registration of a very
important cultural, traditional, regional and geographical name related to the Brazilian
culture.” The Brazilian GAC representative contended that there is concern over “the
registration of this very important name to the Brazilian Society.” He claimed that
representatives from Brazil and other countries met with Amazon in good faith — that
Amazon is willing to “make a good job” — but “for a matter of principle, [Brazil] cannot
accept this registration” and asked the GAC to “reinforce the Brazilian demand to the GAC
members to approve a rejection on the registration of dot amazon by a private company in

name of the public interest.”

Notably, neither the objecting countries nor the GAC objected to another gTLD application
with a nearly identical fact pattern. Ipiranga Produtos de Petroleo S.A. (“Ipiranga”), the
applicant for .IPIRANGA, Appl. No. 1-1047-90306, is a Brazilian private, joint stock company.
Ipiranga is “one of the largest oil distribution companies in Brazil and is the largest private

player in the Brazilian fuel distribution market.”*’

Ipiranga “holds various trademarks in
Brazil to protect its brand. . . . [as well as] various trademarks in South America” and various
domain names to protect its brand, such as ipiranga.com.br and ipiranga.net.br. “Ipiranga’s
operations also include a successful, promotion-based e-commerce website
ipirangashop.com.” Ipiranga states it has invested heavily in brand awareness and has
received extensive recognition, including “Second Most Remembered and Preferred
Trademark” in the field of oil distribution in Brazil, and “Most Well-Known and Preferred

Brand in the field of fuels.”

According to the .IPIRANGA Application, Ipiranga applied for a gTLD to, (1) “secure and
protect the Applicant’s key brand” (“IPIRANGA”) as a gTLD; (2) “reflect the IPIRANGA brand

34 [CANN shall not apply its standards, policies, procedures, or practices inequitably or single out any
particular party for disparate treatment unless justified by substantial and reasonable cause, such as
the promotion of effective competition. ICANN Bylaws, Article II, §3.

35 ICANN Bylaws, Article I, §2(8).

36 Quotes taken from the live scribe feed as provided by ICANN:
http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C (emphasis
added).

37 New gTLD Application Submitted to ICANN by: Ipiranga Produtos de Petroleo S.A. Taken from the
public portion of the application as found at https://gtldresult.icann.org/application-
result/applicationstatus/applicationdetails/1509 (hereinafter “.IPIRANGA Application”), Response
to Question 18(a).



http://icann.adobeconnect.com/p2y1517vnt2/
https://gtldresult.icann.org/application-result/applicationstatus/applicationdetails/1509
https://gtldresult.icann.org/application-result/applicationstatus/applicationdetails/1509
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at the top level of the DNS’ hierarchy”; (3) provide “stakeholders of the Applicant with a
recognizable and trusted identifier on the Internet”; (4) provide “stakeholders with a secure
and safe Internet environment, under the control of the Applicant;” and (5) “use social
communities to increase brand awareness and consumer trust.” Ipiranga stated that its
.IPIRANGA Application was not a geographic name.

Ipiranga is a district of Sdo Paulo.®® The Ipiranga Brook is a river in the S3o Paulo state in
southeastern Brazil where Dom Pedro | declared independence in 1822, ending 322 years of
colonial rule by Portugal over Brazil.*® Indeed, the Ipiranga is so important to Brazilian
culture and heritage that it is included in the first stanza of the national anthem.*

Nowhere in the .IPIRANGA Application does Ipiranga state that it obtained approval (or non-
objection) from the Brazilian government for its application.41 Nowhere in the application
does Ipiranga state that it will act in any interest but the protection of its rights as a private
company. The Brazilian GAC representatives did not issue an Early Warning against the
IPIRANGA Application nor did Ipiranga submit a Public Interest Commitment.*
Notwithstanding the obvious importance of the term “Ipiranga” to Brazil’s heritage, the GAC
did not object to the .IPIRANGA Application nor, to Amazon’s knowledge, did the GAC even
discuss the .IPIRANGA Application during the GAC sessions in Beijing43 or Durban.

Amazon does not believe the .IPIRANGA Application should be rejected; quite to the
contrary. Just like Ipiranga, the oil company, Amazon is a company that has a globally
established reputation separate and distinct from a geographic term.* Amazon does not
believe that the Brazilian government is purposefully acting in a discriminatory way towards
non-Brazilian companies, but the facts - intentional or not - highlight the discriminatory
effect of allowing governments to retroactively decide “winners” and “losers”.

38 See Ipiranga, Wikipedia <http://en.wikipedia.org/wiki/Ipiranga>. Attached as Appendix E.

39 See Ipiranga Brook, Wikipedia <http://en.wikipedia.org/wiki/Ipiranga_Brook>. Attached as
Appendix E.

40 English translation: “The placid shores of Ipiranga heard; the resounding cry of a heroic people;
and in shining rays, the sun of liberty; shone in our homeland’s skies at this very moment.” See
Brazilian National Anthem, Wikipedia <http://en.wikipedia.org/wiki/Brazilian_National_Anthem>.
Attached as Appendix E.

41 Even if the oil company has received permission, it would again show a potential bias toward local
companies over foreign companies in approving applications.

42 See New gTLD Current Application Status <https://gtldresult.icann.org/application-
result/applicationstatus/viewstatus>. Attached as Appendix F.

43 The majority of the GAC sessions held in Beijing were closed to the community.

44 And unlike in the .IPIRANGA Application, the AMAZON Applications are not matches of the
geographic term at issue with the Government of Brazil.
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Other gTLD applicants have applied for strings that also could be considered “geographic”
strings or may cause cultural sensitivities, but have not been the subject of GAC Advice.*
Indeed some of these applicants not only provided no documentation of governmental or
regional support or non-objection, and received no GAC advice, but have even successfully
sought trademark registrations in the region.*® Again, Amazon does not suggest that the
NGPC should reject these and all other applications that may fit one country’s definition of
“geographic” or “sensitive.” But the Board has a legal and institutional duty to ensure that
the rules set forth in the AGB are applied in a consistent, non-discriminatory way. It was for
these very reasons the ICANN Community insisted on a definition of geographic names and
a clearly defined process for considering any objections.

Instead of applying the clear definitions on geographic names set forth in the AGB, the GAC
is attempting to apply the 2007 GAC Principles retroactively and selectively — principles
never approved or adopted by ICANN and that have no effect as policy — and ask the NGPC,
in violation of the Bylaws, to uphold its decision. The intent behind GAC advice on
individual applications was not to allow the GAC to override the rules set forth regarding
geographic names in the AGB; to override years of multi-stakeholder created policy; and to
apply a discriminatory veto against certain applications in direct violation of the ICANN
Bylaws.*” ICANN should not permit GAC Advice to be used to achieve any individual
government’s political goals — be it de facto protections a government is unable to get
under ongoing intergovernmental treaty negotiations or under its own national laws or as
part of a wider discussion on Internet governance. The Board should reject the GAC Advice
against the AMAZON Applications.

V. GAC Advice Contravenes Policy Recommendations as Implemented in the AGB

Years of policy development led to the creation of the AGB. Despite retroactive
characterizations by various GAC representatives, the 2007 Principles proposed by the GAC
were never approved or adopted by the multi-stakeholder ICANN Community or Board.
Instead, they were recommendations that were taken into account by the Generic Names
Supporting Organization (“GNSO”) and Board and considered as part of the multi-
stakeholder process that developed the AGB, which was adopted by the Board. Attempts to
reinstate the 2007 Principles as ICANN policy contravene the Policy Development Process
(“PDP”) set forth in ICANN’s Bylaws and undermine the entire multi-stakeholder process. If

45 For example, applications were submitted for LATINO, LAT, CHESAPEAKE, JAVA, LINCOLN,
DODGE, EARTH, and others.

46 For example, a Chilean trademark registration, Registration Number 1.008.605, issued on May 6,
2013 to a gTLD applicant for the mark LATINO in connection with domain name registration services
in class 45.

47 See, generally, ICM Registry, LLC v. ICANN, ICDR Case No. 50 117 T 00224 08, Judge Stephen M.
Schwebel, Presiding. (Feb. 19, 2010).
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the ICANN Board accepts this advice, it will unravel years of policy development in violation
of the ICANN Bylaws and have far reaching effects on the whole program.

Under the ICANN Bylaws, “there shall be a policy-development body known as the [GNSO],
which shall be responsible for developing and recommending to the ICANN Board
substantive policies relating to generic top-level domains.”*® ICANN relies on the GNSO to
create gTLD policy, and its advisory committees, including the GAC, to provide advice on
policy recommendations before the Board.

The GNSO spent several years developing the policy recommendations for the introduction
of new gTLDs, including limitations to potential entrants. The PDP involved numerous
debates, changes, and variations, which included stakeholders from the entire ICANN
Community (including the “Principles” proposed by the GAC in 2007), and resulted in the
final new gTLD policy recommendations. These recommendations were accepted by a
supermajority of both the GNSO and the ICANN Board of Directors. The AGB represents the
implementation of these policy recommendations.*

Among many of the topics that were considered as part of the PDP was the question of
“geographic terms” and governments’ rights to object to strings representing geographic
terms. In 2007 the GAC issued a set of “public policy” principles that the GAC advised
should be implemented in the new gTLD process, including the avoidance of “country,
territory or place names, and country, territory or regional language or people descriptions”

s

and that new gTLDS should “respect” “sensitivities regarding terms with national, cultural,

geographic and religious significance.”50 These principles, however, are not policy and

neither the ICANN Board nor the ICANN Community wholesale adopted them.

Instead, the ICANN Board took the principles as advice — as per the role of the GAC — and
individually adopted or modified them over the course of several years. The Board and the
ICANN Community identified the GAC principles on geographic names, in particular, as
problematic. No list of geographic terms (beyond the AGB definition) could be agreed upon
—including by the GAC itself — to provide applicants with the relevant transparency and
predictability that all parties agreed Applicants needed, and which ICANN’s Governing
Documents require.

48 JCANN Bylaws, Article X, §1.

49 Amazon is not making separate comments on the policy versus implementation debate. It s clear,
however, that GNSO policy recommendations, accepted by the ICANN Board, must be the subject of a
PDP before they can be modified.

50 Annex B,”GAC Principles Regarding New gTLDs”, §2.1-2.2, GAC Communique - Lisbon, Mar. 28,
2007.
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As late as February 23, 2011, the GAC requested a mechanism to protect governmental
interests and define names considered geographic. The GAC requested clarification that
“ICANN will exclude an applied for string from entering the new gTLD process when the
government formally states that this string is considered to be a name for which this
country is commonly known as.””! The ICANN Board responded:

The process relies on pre-existing lists of geographic names for determining which
strings require the support or non-objection of a government. Governments and
other representatives of communities will continue to be able to utilize the
community objection process to address attempted misappropriation of community
labels. . .. ICANN will continue to rely on pre-existing lists of geographic names for
determining which strings require the support or non-objection of a government.5 2

Section 3.1 of the AGB states that “GAC Advice on new gTLDs is intended to address
applications that are identified by governments to be problematic e.g., that potentially
violate national law or raise sensitivities.” Section 3.1 of the AGB was not intended to give
government broad retroactive discretion to block any term in any language/script based

Ill

solely on a government’s general “principle” or dislike, nor for a non-geographic, fanciful
use for a term not included in the lists of banned terms found in the AGB.>® Otherwise the
GAC would have “an automatic veto” over the outcome of a PDP that was adopted by two
super majorities on a string-by-string basis (as “sensitivities” could include any potential
issue to a government). Indeed, communications between the GAC and the Board make it
clear the opposite is true. “While freedom of expression in gTLDs is not absolute, those
claiming to be offended on national, cultural, geographic or religious grounds do not have

an automatic veto over gTLDs.”>*

Amazon followed the rules set forth in the AGB and submitted its AMAZON Applications in
full compliance with and reliance on the policies developed and agreed upon by the ICANN
Community and reflected in the AGB. The GAC Advice now asks that the ICANN Board
ignore this multi-year, multi-stakeholder process. Providing the GAC with the veto power
that this GAC Advice represents, and adoption of such Advice, puts in to play violations of
ICANN’s own founding principles and Governing Documents not only for this round of
applications, but future rounds as well. Rejection of the GAC Advice on the Amazon
Applications by the NGPC is the correct course of action.

51 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), March 5, 2011.

52 Id. (emphasis added).

53 And it certainly was not intended to create new rights in a government in opposition with
international law. See discussion above starting at p. 4.

54 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), November 23, 2010.
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V. Summary

Amazon has no doubt that individual country representatives believe they are representing
the best interests of their regions. These same countries had the option to file for a new
gTLD or file a Community Objection to the AMAZON Applications. They did neither.
Instead, they now seek to use the GAC Advice process as a means to (1) override years of
Community policy development; (2) violate ICANN’s Governing Documents; and (3) violate
both international and national law.

Individual governments have an important role in the multi-stakeholder model. But they
plainly cannot exercise veto power over multi-stakeholder policy and ICANN’s Governing
Documents or use ICANN to override the very laws under which the same governments
operate.55 The NGPC should not allow any government to accomplish through the GAC
what they have not — and cannot — accomplish through their national legislatures.

ICANN has already independently “reaffirmed its commitment to be accountable to the
community for operating in a manner that is consistent with ICANN’s Bylaws, including
ICANN’s Core Values such as ‘Making decisions by applying documented policies neutrally

and objectively, with integrity and fairness.””®

Amazon respectfully requests that the
NGPC stand by that commitment, abide by relevant international and national law, and

reject the GAC Advice on the AMAZON Applications.

We thank the NGPC for its time and consideration of our comments. We request an
opportunity to meet with the New gTLD Program Committee and the ICANN General
Counsel to discuss this submission in more detail.

With best regards,

Stacey King
Sr. Corporate Counsel, Amazon

55 This is one of the reasons preserving a multi-stakeholder model, where no one entity - including
government - can use the process for political means and/or inject external issues into the process, is
so important.

56 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), November 23, 2010.
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Chapter 5

Intellectual Property Rights in
Geographic Names

Domain names are not intellectual property rights.>**

5.1 GEOGRAPHIC NAMES AS ‘INTELLECTUAL
PROPERTY’

Governments at national and sub-national levels have used the phrase
‘legitimate interests’>** when asserting exclusive rights in geographic names,
but it has yet to be determined what rights international law actually
recognizes in respect of geographic names, let alone their exclusivity.
Intellectual property rights are an obvious potential basis of recoguition of
rights in geographic names due to the strong similarities between geographic
names and other intellectual property subject matter, as well as the fact that
names have long been protected through intellectual property law as
trademarks. The fundamental aim of this study is, however, to dispel reliance
on assumptions regarding geographic names. A thorough analysis is there-
fore undertaken to determine conclusively whether geographic names fall

548. Smith, Internet Law and Regulation 89, 3-042.

549. See for example, St Moritz v. StMoritz.com, WIPQ Case Neo. D2000-0617; Sydney
Airport v. Crilly, WIPQ Case No. D2005-0989; Her Majesty the Queen, in right of her
Government in New Zealand v. Virtual Countries, WIPO Case No. D2002-0754. The use
of this particular phrase is owed at least in part to the possession of ‘rights or legitimate
interests’ in the name in question being a ground of contention under the UDRP (clause
4(a)(ii}). The exclusivity of State interests in geographic names is explored in-depth in
Part ITi, Chapter 6.
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within the general subject matter of intellectual property law as recognized
in international law, or within the specific subject matter protected by
trademark law.

It is a mistake to assume from the outset that all intangibles that derive
value from their contribution to human culture, information or entertainment
fall within the scope of what is broadly termed ‘intellectual property’.
Intellectual property is not a refuge for all creative or potentially profit-
generating expression or innovation. While rights in certain types of names
have long been recognized as ‘intellectual property’, this does not mean that
all names are or should be characterized as such. Rather than be assumed, the
obviousness or common-sense nature of an intellectual property right in
geographic names should be questioned. In the context of similar assump-
tions about a right of publicity it has been said: “What appears to be
“common sense” may be nothing but the particular view of a matter that most
strongly supports and expresses the interests of powerful social groups, or
that fits most snugly with other deeply rooted and unexamined beliefs.”**® So
may it be for geographic names as intellectual property.

The first part of this chapter examines the scope and definitions of
intellectual property. It is shown that geographic names are not expressly
provided for as intellectual property subject matter save in a strictly limited
context. Their inclusion as a general category of names falling within the
general notion of intellectnal property subject matter hinges upon States’
taking the initiative to do so. The second part of this chapter explores
geographic names’ imperfect fit within trademark law. Even if ‘[m]arks
indicating the geographic origin of goods were the earliest type of
trademark’,”*! trademark law (as distinguished from rights in geographical
indications, which are separately recognized in international law and
therefore addressed as a separate chapter of this book) has to date largely
prevented geographic names from receiving protection.”® It is curious,
therefore, that contemporary concerns about the use of geographic names in
the DNS should be primarily characterized in terms of trademark law.
Conclusions as to the recognition within international law of intellectual
property rights generally and trademark rights particularly in geographic
names are summarized at the end of this chapter.

550. Michael Madow, Private Ownership of Public Image: Popular Culture and Publicity
Righrs, 81 Cal. L. Rev, 127, 136 (1993).

551. Bernard O'Connor, The law of geographical indications 21 (Carmeron May 2004), citing
F. L. Schechter, The Historical Foundation of the Law Relating to Trade-Marks (1925).
See also S.A. Diamond, The Historical Development of Trademarks, 73 Trademark Rep.
22 (1983); M.G. Coerper, The Protection of Geographical Indications in the United
States of America, with Particular Reference to Certification Marks, Industrial Property
July/August 1990, 232, '

552. See Albrecht Conrad, The Protection of Geographical Indications in the TRIPS
Agreement, 86 Trademark Rep. 11, 40 (1996).
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5.1.1 (CHARACTERISTICS OF INTELLECTUAL PROPERTY AND
GEOGRAPHIC NAMES

It is true that geographic names possess certain common characteristics
attributed to intellectual property subject matter generally. Names, like other
intellectual property subject matter, are intangible in the sense that they are
merely human expression and not something that has physical embodiment,
such as a house, a car, or a chair. Names are ideas that have as their raw
material the human mind rather than such physical, tangible raw materials as
wood, steel or clay. This is the case for all names, geographic or otherwise.
Like inteliectual property generally, all names are non-perishable; they will
not rot or spoil if left unused and they can be used over and over again
without physical depletion, damage or depreciation.

Names are also non-rivalrous resources: the use of a name by one
person, like the use of language®® or ideas but unlike the use of a car, plot
of land or machine, does not prevent others from using it simultaneously.®**
While the physical materials in or onto which names are expressed are
constrained by exclusivity of use (in other words, the can onto which the
brand name of a soft drink is printed or a book on whose pages ideas are
expressed can be exploited by only one individual at a time), the ideas
themselves are not.

That said, perhaps the DNS, with its technical requirement of absolute
name uniqueness, forces re-thinking this long-held belief about the nature of
names as non-rivalrous resources. When they are components of a domain
name, names are in fact constrained by a certain degree of exclusivity
because there can only be one registrant of the name www.myname.corm.
There is no technological impediment to another party’s registering the name
‘myname’ in another top-level domain (e.g., www.myname.org), but absolute
name uniqueness demands simply that there cannot be more than one
www.myname.com. In this example, the name ‘myname’ is not subject to
exclusivity, but the complete domain name www.myname.com can be
registered by only one registrant. In the context of the DNS, names do not
entirely lose their characteristic of non-exclusivity, but they do sacrifice some
of it.

Another divergence of names from the broad conceptual characteristics
of intellectual property is that in order to receive protection, they need not be
the product of creative genius or original thought. This is an interesting
characteristic that the law has traditionally been willing to overlook in the

553. See Lawrence Lessig, The fiture af ideas: the fate of the commons in a connected world
21 n. 6 (Random House 2001).

554. On the rivalrous nature of intellectual property, see Christine Greenhalgh & Padraig
Dixon, The Economics af Intellectual Property: A review to identify themes for future
research, University of Oxford Department of Economics Discussicn Paper Series No.
135, December 2002, 4-5 (available at http://www.economics.ox.ac.uk/Research/wp/pdf/
paperl35.pdf).
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case of trademarks but require in respect of other intellectual property subject
matter.”>> Geographic names have nevertheless not historically been consid-
ered registrable as trademarks, as will be explained in detail in the next
section of this chapter.

512 INTELLECTUAL PROPERTY SUBJECT MATTER

With the exception of geographical indications, which are a specifically
defined category of origin-connoting geographic names (these are discussed
in detail in Chapter 7), geographic names are not expressly stated to fall
within the scope of the TRIPS Agreement’s definition of ‘intellectual
property’ in Article 1(2) as: ‘all categories of intellectual property that are the
subject of sections 1 through 7 of Part II.” This definition has been
characterized as ‘pragmatic’, but it ‘excludes from general TRIPS obliga-
tions forms of intellectual property (or of protection that some would
consider as being a part of intellectual property) not covered by TRIPS.
Certain sui generis or new forms of protection may be concerned.”*®
Geographic names generally, not simply the narrow sub-set in geographical
indications, may be one such exclusion. It is also relevant to note as a
tangential matter that in terms of the ownership of rights recognized under
the TRIPS Agreement, governments’ claims as rights holders under that
agreement are not contemplated in the wording of Article 1(3) or 42.57
The interpretation of the definition of ‘intellectual property’ in Article
1(2) was directly at issue in the WTO dispute United States — Section 211
Omnibus Appropriations Act of 1998.3°® The Panel in that case concluded
that trade names did not fall within the list of categories articulated in Article
1(2), but the Appellate Body disagreed, interpreting ‘intellectual property’ to

555. See Rosemary ]. Coombe, The cultural life of intellectual properties: authorship,
appropriation, and the law 61 (Duke University Press 1998). Coombe explains:
*Although trademarks are not conventionally understood to have “authors” because they
require no necessary genius, originality, or creativity, the legal recognition that trademark
“owners” have a propretary interest in marketing signs increasingly relies upon a
reenactment of the author-function as described by Foucault. This is evident in judicial
acceptance of the belief that through investment, labor, and strategic dissemination, the
holder of a trademark creates a set of unique meanings in the minds of consumers and
that this value is produced solely by the owner’s efforts’ {internal citations omitted).

556. Daniel Gervais, The TRIPS Agreement: Drafting history and analysis 166 (3d ed.
revised, Sweet & Maxwell 2008). _

557. Art. 1(3) of the TRIPS Agreement identifies beneficiary rights holders as ‘the nationals
of other Members.” Note 1 to Art. 1 indicates that ‘nationals’ means ‘persons, natural or
legal, who are domiciled or who have a real and effective industrial or commercial
establishment in that customs territory.” Note 11 to Art. 42 of the TRIPS Agreement
clarifies that ‘federations and associations having legal standing to assert’ rights are
considered rights holders for the purposes of enforcement.

558. United States — Section 211 Omnibus Appropriations Act of 1998, 41 1.L.M. 654 (W.T.0.
D.S.B. App. Body 2 Jan. 2002).
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include not only the categories indicated in each title of each Section of Part
11 of the TRIPS Agreement but also categories of intellectual property subject
to each Section of Part II. Applying this reasoning, trade names can be
distinguished because geographic names (other than geographical indica-
tions) are not even inentioned in the TRIPS Agreement. Furthermore, as the
Appellate Body pointed out, trade names are expressly recognized in Article
8 of the Paris Convention for the Protection of Industrial Property, which is
incorporated into the TRIPS Agreement by reference.

Geographic names, by contrast, are not expressly provided for in the
Paris Convention, the definition of ‘industrial property’®® in which is
considered:

a traditional but not entirely exact denomination for certain exclusive
rights, resembling property rights, regarding creative ideas or distin-
guishing signs or designations in the industrial or commercial field,
supplemented by certain rules against unfair behavior in the same field.
The term is inexact because ‘industrial property’ presents no more than
an analogy with normal property; further, because it covers more than
industrial subjects only; and, finally, because the rules against unfair

behavior are not necessarily related to property at all.**®

This interpretation allows for the recognition of rights in non-commercial
names by the Paris Convention, but beyond their possible recognition as
trademarks, geographic names fall within that agreement’s covered subject
matter only insofar as they constitute indications of source or appellations of
origin, or give rise to an unfair competition claim. Their ability to do this is
explored in detail in Chapter 8 of this book, but at this stage it can be
concluded that geographic names are not provided for as such within the
protected subject matter of the Paris Convention.

559. Paris Convention Arf, 1

(2) The protection of industrial property has as its object patents, utility models,
industrial designs, trademarks, service marks, trade names, indications of source or
appellations of origin, and the repression of unfair competition,

(3) Industrial property shall be understood in the broadest sense and shall apply not only
to industry and commerce proper, but likewise to agricultural and extractive industries
and to all manufactured or natural products, for example, wines, grain, tobacco leaf, frnit,
cattle, minerals, mineral waters, beer, flowers and flour.

560. Bodenhausen, 20, See also WIPO Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, Report Adopted by the Standing
Committee, WIPO Doc. SCT/21/8 (26 Nov. 2009) para. 317 (comments of South Africa)
(available at hitp://fwww.wipo.int/edocs/mdocs/sct/en/sct_21/sct_21_8.pdf).
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Nor do geographic names as such fall expressly within the scope of the
broader definition of ‘intellectual property’ set out at Article 2 of the
Convention Establishing the World Intellectual Property Organization:*®"

(viii) ‘intellectual property’ shall include the rights relating to:

- literary, artistic and scientific works,

— performances of performing artists, phonograms, and broadcasts,

— inventions in all fields of human endeavor,

- scientific discoveries,

— industrial designs,

— trademarks, service marks, and commercial names and designa-
tions,

— protection against unfair competition,

and all other rights resulting from intellectual activity in the
industrial, scientific, literary or artistic fields.

Their primarily non-commercial use separates geographic names from
classification as ‘industrial’ alongside trade and service marks, while the fact
that their creation requires no particularly creative or inventive thought
isolates them from the other catch-all ‘intellectual’ fields.

There is therefore scant express support for a claim to rights in the
nature of intellectual property in geographic names at the international level.
This does not stop WTO Member States from treating geographic names as
protectable intellectual property, yet for this to be considered a general
principle of international law it must be relatively consistent and widespread.
The most obvious means by which States might do so is through registra-
bility as a trademark.

5.2 GEOGRAPHIC NAMES AS TRADEMARKS

The recognition of rights in names under international law has historically
focused primarily on the intellectual property subject matter of trademarks
and trade names; these have been expressly protected since 1883 by the Paris
Convention on the Protection of Industrial Property (the ‘Paris Convention’).
In addition to the minimum standards framework laid down in the Paris
Convention, trademarks’ protection at the international level was helpfully
clarified®®® and harmonized by the TRIPS Agreement, while administrative
measures pertaining to the international recognition of rights in trademarks
are provided for by the Nice Agreement Conceming the International
Classification of Goods and Services for the Purposes of the Registration of

561, Convention Establishing the World Intellectual Property Organization (14 Jul. 1967,
entered into force 26 Apr. 1970), 828 UN.T.S. 3.

562. See Thomas Cottier, The Prospects for Intellectual Property in GATT, 28§ Common Mkt.
L. Rev. 383, 403-404 (1991).
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Marks,’®® the Madrid Agreement concerning the International Registration of
Marks,*®* the Protocol relating to the Madrid Agreement concerning the
Tnternational Registration of Marks,’® and the Trademark Law Treaty.”*®

Geographic names have long struggled to satisfy trademark registration
criteria, which today are harmonized by Article 15(1) of the TRIPS
Agreement:

Any sign, or any combination of signs, capable of distinguishing the
goods or services of one undertaking from those of other undertakings,
shall be capable of constituting a trademark. Such signs, in particular
words including personal names, letters, numerals, figurative elements
and combinations of colours as well as any combination of such signs,
shall be eligible for registration as trademarks. Where signs are not
inherently capable of distinguishing the relevant goods or services,
Members may make registrability depend on distinctiveness acquired
through use. Members may require, as a condition of registration, that
signs be visually perceptible.

From this provision can be distilled the three fundamental requirements of
trademark registrability: first, the subject matter of protection must be a sign;
second, that sign must be distinctive; third, it must be used on or in
connection with commercial goods or services. It is clear from the second
sentence of Article 15(1) that word names fall within the meaning of the term
‘sign’; this criterion has never proved an obstacle to geographic names being
protected as trademarks, The remaining two criteria of trademark registra-
bility have, however, historically been and continue to be obstacles. The
reasons for this are explored in the sub-sections that follow.

5.2.1 THE REQUIREMENT OF DISTINCTIVENESS

The heart of a trademark’s registrability lies in its capacity to distinguish the
goods or services of one trader from those of another, termed ‘distinctive-
ness’.’’ Article 15(1) of the TRIPS Agreement provides that protectable
signs may either be ‘inherently capable of distinguishing the relevant goods
or services’ or acquire distinctiveness through use. Inherent distinctiveness
refers to whether a mark on its face indicates that the goods or services to

563, Nice Agreement Concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 Jun. 1957, as revised at Stockholm on
14 Jul. 1967 (entered into force 12 Nov. 1969), 828 UN.T.S. 191.

564. Madrid Agreement Concerning the International Registration of Marks (14 Apr. 1891,
entered into force 23 Oct. 1983) 828 UN.T.S. 389.

565. Protocol Relating to the Madrid Agreement Concerning the International Registration of
Marks (28 Jun. 1989, entered into force 1 Dec. 1995), 82 Trademark Rep. 58.

566. Trademark Law Treaty (27 Oct, 1994, entered into force 1 Aug. 1996) 2037 U.N.T.S. 35.

567. See generally, Charles Martin, The Meaning of Distinctiveness in Trade-mark Law, 45(5)
Il L. Rev. 535 (1950-1951).
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which it is applied refer to those of the applicant and no one else. Acquired
distinctiveness offers signs with multiple meanings an opportunity to
crystallize in the mind of the consuming public the identity of the applicant
in connection with the goods or services to which the sign is applied. Yet it
has not always been the case that applicants have had this opportunity to
demonstrate acquired distinctiveness, and this proved fatal for many appli-
cations for geographic trademarks.

Geographic names lack inherent distinctiveness because — irrespective
of any other connotations a commercial enterprise might wish for them -
they bring to mind a particular geographic location. Names of actual or even
likely places of production, manufacture or origin of goods are unavoidably
inherently descriptive of the goods they represent rather than indicative of
the trader responsible for putting them on the market. This historically
rendered geographic marks unregistrable.*®® Distinctiveness can only come
about, if at all, because the consuming public learns over time to associate
the geographic name in question with something other than a geographic
location: specifically, a link must be made in the consumer’s mind between
a geographic name and a particular trader and its particular offering of goods
and/or services.

Following revistons to the Paris Convention in 1967 at Stockholm,
Article 6 quinguies (B)(2) provided for the invalidation or refusal of
registrations of marks ‘when they are devoid of any distinctive character’.
This was gualified by sub-section (C)(1), which provided: ‘In determining
whether a mark is eligible for protection, all the factnal circumstances must
be taken into consideration, particularly the length of time the mark has been
in use.” This required the consideration of circumstances in which ‘a
trademark which originally was not distinctive has, in the long run, through
use, acquired a “secondary meaning” which makes it distinctive.’>®

Today, the opportunity provided by Article 15(1) of the TRIPS
Agreement to demonstrate acquired distinctiveness makes it possible (al-
though by no means simple) for geographic names to be registered as
trademarks. A geographic name always calls to mind a geographic location
and therefore leads the consumer to question whether a connotation of origin
or some other connection to the geographic location is the primary message
being conveyed. Still, it is open to the trader through extensive commercial
use of the name in connection with particular goods or services to try to
override that inherent connotation of geography and put in its place a
branding-type message that brings to mind the trader and its offering. There
is no guarantee that these efforts will be successful, and this helps to explain
why trademarks constituted only of geographic names are not particularly

568, See Heather A, Forrest, The new frontier: Country brands and their legal status under
Australian trade mark law, 20(3) Austl. Intell, Prop. J. 127, 138-140 (2009).
569. Bodenhausen, 118.
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common.*™ If the recent changes to Swiss trademark law”’! to create a new
geographic type of trademark are indicative of a future general domestic law
trend, then in time this will change. The practical benefits arising out of such
changes to the owners of geographic marks, which include their being
actionable under the UDRP and other priority rights accorded trademark
holders in DNS p9iicy, should not be underestimated.

522 THE REQUIREMENT OF USE IN CONNECTION WITH GOODS
OR SERVICES

Another obstacle to geographic names’ registrability as trademarks is the
requirement that a sign be used on or in connection with particular goods or
services. The protection of names at the level of international law has always
been based upon use in a commercial context. This can be deduced from the
negotiating history of the Paris Convention for the Protection of Industrial
Property, which records the Chair of the convention as opening the drafting
conference with reference to the scope of their work: ‘Messieurs, vos etudes
et vos recherché auront un vaste champ: brevets d’invention, dessins et
modgles industriels, marques de fabrique, noms et raisons de commerce, tells
seront les sujets principaux de vos entretiens.’>”? Indeed, the name of the
resulting convention is suggestive of, even if not definitive on,*”* the sorts of
subject matter that the convention’s drafters set out to protect.

The requirement that signs be used on or in connection with particular
goods or services is a logical extension of the requirement of distinctiveness,
which demands recognition by the consumer of a triangular relationship
between a mark, a particular trader and its particular goods or services.
Registered marks receive protection only in respect of the goods or services
specified in their registration, and it is principally only in connection with
those goods or services that the mark’s use is protected.””* While geographic
and cultural names can be used to identify commercial goods or services,
more often they are used to identify a place or cultural concept. The

570. For specific data on the presence of geographic marks on the Australian trademarks
register, for example, see Forrest, The new fiontier.

571. Loi fédérale sur la protection des marques et des indications de provenance, nouveau Art.
27a. See detailed discussion below at Part I, Chapter 5, seclion 5.4.

572. Ministére des Affaires Etrangtres de la France, Conférence Internationale pour la
Protection de la Propriété Industrielle 13 (Imprimerie Nationale 1830).

573. See n. 560 above and accompanying discussion.

574. Defensive regisirations and the protection of well-known marks are notable exceptions
to this general rule that marks are only protected against competing use in relation to the
same or similar goods and services. Arguments for treating well-known marks specially
in the DNS are explored in Part II Chapter 3, section 3.2.1.3 above. The protection
offered to well-known marks under international law against dilution is discussed in
detail in Part III Chapter 8, section 8.2.1 below.
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commercial uses of geographic names must logically outweigh their non-
commercial uses, and this is rare; most commonly, they serve an informa-
tional purpose on maps and globes, on road signs and in official documents.
The infrequency with which they come to signify in the consumer’s mind a
link between a particular trader and its particular goods or services prevents
such names not only from meeting the requirement of distinctiveness but also
the requirement of use in connection with goods or services.

In the specific context of the DNS it was asked early on whether the
simple act of registering a domain name constitutes commercial use. When
domain name disputes began to arise, it became clear to the trademark
community that the emerging activity of ‘cybersquatting’, the act of
registering a domain name comprised or constituted of a registered mark by
someone other than the mark’s owner,*”® had to be fit into the existing rubric
of trademark infringement, which requires proof of use of the allegedly
infringing mark as a trademark. This then necessitates proving commercial
use. In many cases, domain names comprising registered trademarks were
being registered without mark owners’ authorization, but the websites
operated under those domain names (if any website was operated at all) were
not being used to engage in commercial activity. The names were not, in
other words, being used on or in connection with goods or services.

What allowed courts to find trademark infringement was where the
domain name registrant offered to sell the domain name, in most cases to the
trademark owner. In one of the earliest ‘cybersquatting’ decisions in United
States courts, it was said of the defendant, Dennis Toeppen: ‘At no time did
Toeppen use intermatic.com in connection with the sale of any available
goods or services. At no time has Toeppen advertised the intermatic.com
domain name in association with any goods or services.’>’® It was neverthe-
less found that ‘Toeppen’s intention to arbitrage the “intermatic.com”
domain name constitutes a commercial use.”*”” The same result could also be
achieved by simply treating everything having to do with the internet as
commercial in nature. This was suggested in a 1996 manual of trademark law
and practice which was quoted by the court in its decision against Toeppen:
‘Because Internet communications transmit instantaneously on a worldwide

575. In one of the early United States court decisions on ‘cybersquatting’ facts, Avery
Dennison Corp. v. Sumpton, 999 F. Supp. 1337, 1338 (C.D. Cal. 1998) the court
described the practice in question as follows: ‘Like all “cybersquatters,” defendants
merely “squat” on their registered domain names until somecne else comes along who
wishes to use them. Like all “cybersquatters,” defendants usurp all of the accepted
meanings of their domain names, so as to prevent others from using the same domain
names in any of their accepted meanings. And like all “cybersquatters,” defendants seek
to make a financial return by exacting a price before consenting to allow others to use
the domain names on which they have chosen to “squat.” See discussion in Heather A.
Forrest, Drawing a Line in the Constitutional Sand Between Congress and the Foreign
Citizen ‘Cybersquatter’, 9(2) Wm. & Mary Bill Rts J. 461, 470-472 (2001),

576. Intermatic Inc. v. Toeppen, 947 F. Supp. 1227, 1233 (N.D. I1L. 1996).

577. Intermatic Inc. v. Toeppen, 947 F. Supp., at 1239.
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basis there is little question that the “in commerce” requirement would be
met in a typical Internet message, be it trademark infringement or false
advertising.””"®

In the years since, the United States has devised specific legislative
solutions such as the Anticybersquatting Consumer Protection Act to address
the problem of cybersquatting and other activities characterized as DNS
name-hijacking so that it is no longer necessary to fit such round peg
problems into the square hole of trademark infringement. In that country and
others, understanding of the internet has developed, as evidenced by the fact
that not all registrations of trademarks as second-level domain names by
somecne other than the trademark owner are falling afoul of the UDRP, to
which the majority of second-level domain registrants are bound.”” It must
be clarified, however, that commercial use is not a factor directly required
under the UDRP as it is in trademark infringement. Offending domain name
registrations under the UDRP are those that are, inter alia, used in bad faith
pursuant to Clause 4(a)(iit). Three of the four non-exclusive examples of
evidence of bad faith provided by Clause 4(b) are, however, based on
commercial activity:

(1) circumstances indicating that you have registered or you have
acquired the domain name primarily for the purpose of selling,
renting, or otherwise transferring the domain name registration to
the complainant who is the owner of the trademark or service mark
or to a competitor of that complainant, for valuable consideration in
excess of your documented out-of-pocket costs directly related to
the domain name; or

(ii) you have registered the domain name in order to prevent the owner
of the trademark or service mark from reflecting the mark in a
corresponding domain name, provided that you have engaged in a
pattern of such conduct; or

(iii} you have registered the domain name primarily for the purpose of
disrupting the business of a competitor; or

(iv) by using the domain name, you have intentionally attempted to
attract, for commercial gain, Internet users to your web site or other
on-line location, by creating a likelihood of confusion with the
complainant’s mark as to the source, sponsorship, affiliation, or
endorsement of your web site or location or of a product or service
on your web site or location.

578. Ibid., quoting Jerome Gilson, Trademark Protection and Practice vol. 1, § 5.11[2], 5-234
(1996).

579. See for example, St Moritz v. StMoritz.com, WIPO Case No. D2000-0617; New Zealand
v, Virinal Countries, WIPQ Case No. D2002-0754.
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The notion that all internet activity and therefore all uses of domain names
are inherently commercial seems to have predominated.”® Instances in
which registration of domain names used on non-commercial, information-
providing websites is deemed to constitute bad faith are not uncommon.®!
This is perhaps part of a broader trend in the field of intellectual property law
attributable to the TRIPS Agreement and its origins in the WTO towards
viewing all intellectual property subject matter as inherently commercial. In
a seminal analysis of the TRIPS Agreement, only moral rights are offered as
a clear example of ‘the aspects of intellectual property that are not, in one
form or another “trade-related™ and thus potentially not falling within the
scope of the TRIPS Agreement.”®?

The international intellectual property treaty framework has historically
drawn a line with respect to the recognition of rights in names between
commercial and non-commercial use, those falling within the latter category
being left available for public use and not subject to private property
claims.*®® In taking the view that names in the DNS are inherently used
commercially, the door is opened to proprietary claims even where names are
not used on or in connection with goods or services, where they are used only
in connection with the provision of information, commentary or opinion, as
geographic names often are. Perhaps this is one reason to treat domain names
as being a new type of property distinct from intellectual property, focusing
only on the commercial interest of the subject matter in question.”®*

The far-reaching effects of the commercial characterization of otherwise
non-commercial names are highlighted by the primarily commercial bases of
rights relevant to geographic names. These are explored in particular in
Chapter 8 below, but at this stage it suffices to highlight the fact that it is
easier for otherwise non-commercial names such as geographic names to
receive protection as trademarks where the context in which they are used is
considered inherently commercial. On the other hand, if the use of geo-
graphic names is not considered inherently commercial, the protection
available to them under existing intellectual property and related frameworks
is automatically rendered quite limited.

580. Commonly adopted definitions of the term ‘domain name’ underscore this. See for
example, Io Montes, Doctoral Dissertation in Law, Zirich, Legal framework for domain
names 112 (2005) (defining the term ‘domain name’ as ‘the virtnal presence of a business
in the on-line world that gives access to the cyber-market-place’).

581. In the context of celebrity names, for example, see Chik, 46 (observing that ‘[e]ven when
[use in commerce] was “weak”, UDRP panels have largely been willing and able to find
a protectable right’),

582, Gervais, 12 n. 40.

583. This concept, called the ‘public domain’, is discussed in detail in Part ITI, Chapter 9,
section 59.2.5.2.2 below.

584. See Chik, 44.
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53 COLLECTIVE AND CERTIFICATION MARKS

The traditional obstacles to registering geographic trademarks discussed
above apply to what are termed ‘standard’ trademarks. The Paris Convention
recognizes in Article 7bis another form of mark, called a ‘collective mark’.
The sole condition articulated in Article 7bis is that collective marks must
belong to an association, but sub-paragraph (1) makes clear that associations
need not ‘possess an industrial or commercial establishment.” This has been
interpreted to exclude States and other public bodies, whose marks are
nevertheless likely to ‘be protected by virtue of the rule of “national
treatment” embodied in Article 2 of the Convention, and ... if these marks
are at the same time official State signs or hallmarks indicating control and
warranty — also by Article 6ter.”%

The criteria of collective marks’ registrability are not harmonized by
either the Paris Convention or the TRIPS Agreement to the same degree that
standard trademark registration criteria are, but rather have been left to be
determined by domestic legislation. Still, collective marks are a form of
trademark, and as such they are required to be distinctive. This means that
they must be capable of distinguishing goods or services — in this case, those
of the members of an association from those of other associations. Concep-
tually similar to collective marks are certification marks, which connect a
mark not with a particular association but with goods meeting particular,
specified standards (which may, but need not, relate to geography).>s¢

Registration of a collective or certification mark offers geographic
names that communicate geographic characteristics (particularly geographic
origin) distinct advantages.”® Foremost, registration serves as proof of
ownership just as it does for standard marks, despite the fact that ownership
is an incongruous concept in this context: the association owns the mark and
members of the association are authorized to use it. As such, some domestic
laws prohibit or limit the transfer of collective marks.”®® It has also been
suggested that registration may prevent a geographical indication from
becoming generic.”®® Because they are forms of trademark, in the DNS

585, Bodenhausen, 130 (internal citations omitted).

586. See for example, Lanham Act, 15 U.S.C. §1054 (US); Trade Marks Act 1995 (Austl.) s.
169; Trade Marks Act No. 194 of 1993 (S. Africa) s. 42. On the protection of
geographical indications as certification marks under US law, see Lynne Beresford,
Geographical Indications: The Current Landscape, 17 Fordham Intell. Prop. Media &
Ent. L.J. 979, 983-984 (2006-2007).

587. See Conrad, 21 (advocating the use of certification marks on an international level).

588. See for example, Trade Marks Act 1995 (Austl.) s. 166. On restrictions under US law, see
David Snyder, Enhanced Protections for Geographical Indications Under TRIPS:
Potential Conflicts under the U.S. Constitutional and Statutory Regimes, 18 Fordham
Intell. Prop. Media & Ent. L.J. 1297, 1308 (2008).

589. See O'Connor, The law of geographical indicarions, 73 (citing by way of example the
United States Lanham Act §1127, pursuant to which registered marks cannot be deemed
generic provided the name remains geographically descriptive).
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context, collective or certification mark registration gives rise to standing to
bring a claim under ICANN"s Uniform Domain Name Dispute Resolution
Policy (UDRP) and the new Uniform Rapid Suspension (URS) procedure,
and it would also give standing to object to a new gTLD application on the
basis of existing legal rights. Registration as a collective or certification mark
thus has the practical effect of transforming some geographic names from a
situation of no recognition in the DNS to a situation of priority recognition.

5.4 GEOGRAPHIC TRADEMARKS: THE SWISS
MODEL

The Swiss legislative project approved in late 2011°°° proposing amend-
ments to the federal trademark law, RS 232.11 Loi fédérale sur la protection
des marques et des indications de provenance, provides a model approach to
protecting geographic names. In the new Chapter 2a, headed Margue
géographique, nationally registered indications of source and geographical
indications, protected cantonal wine designations and geographical indica-
tions regulated in a Federal Council ordinance are deemed registrable.** The
geographic mark is intended to apply beyond the scope of food and
beverages to manufactured goods and services. Rather than confer exclusive
rights, the mark would function similar to a collective mark.

It is likely significantly easier (although by no means a non-issue) to
achieve the consensus needed to amend domestic law than international law
to expressly protect geographic names as trademarks. The domestic law
solution removes the need for international consensus, but of course the
rights created are limited to the territory in which they are recognized. This
is nevertheless likely in the context of the DNS to be satisfactory as an
immediate solution to the problem of unauthorized use of geographic names
as domain names, since local concerns can be addressed in local law without
loss of sovereignty.

This approach, if adopted by other Member States, will result in a
less-harmonized global trademark law landscape, The TRIPS Agreement
permits this given its nature as a minimum standards agreement that allows
members to provide for higher levels of protection. The minimum standard
of Article 15(1) requires that signs ‘capable of distinguishing the goods or
services of one undertaking from those of other undertakings, shall be
capable of constituting a trademark.” Enabling other signs that may not be

590. L’ Assemblée Fédérale, ‘Lof snr la protection des marques et loi sur la protection des
armoiries: Vers une réglementation différenciée’, 11 Nov. 2011, hetp://www.parlament.
ch/f/mm/201 1/pages/mm-rk-n-2011-11-11.aspx (accessed 15 Oct. 2012).

591. RS 232.11 Loi fédérale sur la protection des marques et des indications de provenance,
Art. 274 (nouveau), Feuille fédérale No 50, 15 Dec. 2009, at hitp://www.admin.ch/ch/
f/ftr2609/index0_50.html.
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able to meet this minimum standard to be capable of constituting a trademark
provides a higher level of protection for such other signs. Further, recogni-
tion in domestic law of a specific category of geographic trademark
effectively enables the recognition of geographic names beyond a country’s
borders through ICANN contract-based policies such as the UDRP and the
new URS. Both procedures are actionable only in respect of trademarks and
neither makes a distinction between types or forms of trademark.

5.5 CONCLUSIONS ON INTELLECTUAL PROPERTY
RIGHTS IN GEOGRAPHIC NAMES

As the analysis of existing rights protection mechanisms undertaken in
Chapter 3 reveals, there is a significant advantage to be gained in the online
environment by having offline rights recognized, in particular as trademarks,
given that existing rights protection mechanisms are almost exclusively based
on trademark rights. Consistent with this, in ICANN’s New gTLD Program,
applicants of new gTLDs consisting of geographic names that are already
protected in domestic trademark law are far better placed to have these rights
transposed to the top-level of the DNS and resist their use by others. Achiev-
ing such protection has, however, traditionally been a difficult exercise.

While it is conceptually not implausible to associate geographic names
with intellectual property generally and trademarks specifically, it should
nevertheless not be assumed that geographic names fall within either of these
characterizations. Geographic names share many of the traditional charac-
teristics of intellectual property subject matter, but they are not expressly
mentioned within authoritative definitions of ‘intellectual property’ save for
the special category of geographical indications. This does not stop States
from protecting geographic names within domestic intellectual property law,
but neither does it require them to do so.

Geographic names are also not expressly included within the scope of
registrable trademarks as harmonized by the TRIPS Agreement. Standard
trademark registration criteria, in particular the requirements of distinctive-
ness and use in connection with goods and services, clash with the primary
function of geographic names as identifying a geographic location rather
than a trader and its goods or services. Distinctiveness is less problematic in
relation to collective and certification marks, which require instead a link in
consumers’ minds between a mark, particular goods and services, and a
particular association or set of characteristics rather than a particular trader.
In this way, rights can be recognized in geographic names but only in the
limited context of origin connotations, which may otherwise receive (as is
discussed in Chapter 7) sui generis protection as geographical indications.
Before narrowing the focus to examine the sub-set of geographic names that
is geographical indications, the next chapter considers whether international
law recognizes rights more broadly, in geographic names as such.,
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Chapter 6
Rights in Geographic Names as Such

This is my country

Land of my choice

This is my country

Hear my proud voice. — “This is My Country’, American folksong, lyrics
by Don Raye

6.1 THE CHANGING USE AND REGULATION OF
GEOGRAPHIC NAMES

Regulation of the use of geographic names is difficult to characterize as a
purely domestic matter in the face of increasing use of geographic names as
internet domain names. Prior to the introduction of the DNS, outside of the
diplomatic context geographic names had a relatively limited, territory-
bound scope of use that could effectively be controlled through dotnestic
law: they appeared principally in maps, road signs and official documents, in
published works such as encyclopaedias, newspaper articles, scholarly
works, academic texts, and less often in advertising, trademarks and trade
names. When they began to be used online, geographic names came
unmoored from the territory, and thus the legal jurisdiction, that they identify.
Now they are potentially registrable as domain names by anyone, anywhere.
As active domain names they are potentially accessible by everyone,
everywhere. Domestic legislation is ill-equipped to manage this situation.
International trademark law has also proven ill-equipped to regulate the
use of geographic names, whether online or offline. As discussed in the
previous chapter, geographic names have not traditionally been afforded
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trademark status due to their ordinarily non-commercial nature and, even
where they are used in a commercial context, their lack of an inherent
capability to link in consumers’ minds the particular goods or services of one
trader from those of another. It is further acknowledged by even the most
ardent supporters of rights at the international level that domestic trademark
legislation evidences anything but a consistent approach to recognizing
trademark rights in geographic names. A recent survey shows a significant
number of WIPO Member States have in place laws preventing the
registration of country names as trademarks.”® This speaks against the
existence of a general principle of mternational law recognizing protection of
geographic names as trademarks. Looking at these results another way, the
fact that many States do allow registration of country name trademarks also
weighs against the existence of a general principle of international law
recognizing an exclusive right of governments to geographic names.

If international law recognizes rights in geographic names as such, it
seems that it must do so outside of trademark law. Nevertheless, most efforts
to date regarding the recognition of rights, at least in respect of country
names, have been directed at interpretations of or amendments to Article 6zer
of the Paris Convention for the Protection of Industrial Property. That Article
‘concerns trademarks, but its purpose is not to regulate their protection as
subjects of industrial property but rather to exclude them from becoming such
subjects in certain circumstances.””® From its proscription against ‘use,
without authorization by the competent authorities’ is derived the position
that their unavailability for registration by the public as trademarks equates
to country names belonging exclusively to the State they identify. Yet WIPO
has interpreted Article 6zer as not pertaining to country names, leading to the
conclusion that their use in the DNS cannot be prevented under that Article.”**

592, WIPQ Standing Commitiee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Summary of the Replies to the Questionnaire Concerning the
Protection of Names of States against Registration and Use as Trademarks, WIPO Daoc.
SCT/24/6 (14 Feb. 2011) (available at http:/www,wipo.int/edocs/mdocs/sct/en/sct_24/
sct_24._6.pdf). For an example at the supra-national level, see First Directive 89/104/
EEC of the Council, of 21 Dec. 1988, to approximate the laws of the Member States
-relating to Trade Marks, OJ/L 40 of 11 Feb. 1989, p.1., which provides at Art. 3(2)(b) and
{c) for refusal on grounds of ‘high symbolic value’ or inclusion of ‘badges, emblems and
escutcheons other than those covered by Art. Gzer of the Paris Convention and which are
of Public interest, unless the consent of the appropriate anthorities to its registration has
been given in conformity with the legislation of the Member State’. Another examplie is
the Protocol on Harmenization of Norms on Intellectual Property in Mercosur in matters
of Trademarks, Indications of Source and Appellations of Origin (5 Ang. 1995, entered
into force 6 Aug, 2000), 2145 UN.T.S. 40. Art. 9(2) of the Protocol requires that Member
States prohibit the registration of signs that, inter alia, ‘are formed with national symbols
or symbols of any country; signs that are susceptible of falsely suggestion a relation with

.. national symbols of any country, or that offend their value or respectability.”

593. Bodenhausen, 95 (emphasis in original).

594. See WIPO, WIPG I Report, para. 284,
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Others have lent support to this conclusion,’®® but practice in notification of
Article 6ter emblems in the time since the WIPQO II Report warrants reconsid-
eration of this issue, Because Article 6ter has featured so strongly in the dis-
cussion as the most likely source of rights in country names as such, it features
first in this chapter.

Looking beyond international intellectual property law as a basis of
rights in geographic names as such, this chapter also addresses the situation
of States’ claims to exclusionary rights in country names being articulated on
the basis of sovereignty, as if possession of a State’s name is linked to the
status of statehood. Indeed, the rights conferred by Article 6¢er of the Paris
Convention are said to be directed at ‘emblems constituting the symbol of the
sovereignty of a State,”*® Section 6.3 of this chapter considers the possible
link between country names, sovereignty and statehood to determine whether
claims to rights on this basis are supported by international law. Two separate
questions are asked: first, whether having a name is a condition of statehood
and second, whether having a name is a right of statehood. The limits of
sovereignty are explored to delineate the authority of a State to select and use
a name and interfere with others’ selection and use of a name. Conclusions
as to the existence under international law of rights in geographic names as
such are summarized at the end of this chapter.

6.2 PARIS CONVENTION ARTICLE 6TER AND
COUNTRY NAMES

6.2.1 ARTICLE 6TER (1)

6.2.1.1 Interpretation

The protection of country names under Article 6ter of the Paris Convention
hinges upon the difference in wording between sub-sections (1)(a) and
(1)(b)Y*® of that Article. Article 6ter (1)(a) requires that Paris Union members

595. See for example, Froomkin, When We Say US™, We Mean It!; Mueller, Governments
and Country Names.

596. See WIPQ, General information on Article Gter, hitp://www.wipo.int/articleGter/en/
general_info,htm (accessed 15 Oct. 2012).

597, Paris Convention Art. 6fer
(1)(a) The countries of the Union agree to refuse or to invalidate the registration, and to
prohibit by appropriate measures the use, without authorization by the competent
authorities, either as trademarks or as elements of trademarks, of armorial bearings, flags,
and other state emblems, of the countries of the Union, official signs and hallmarks
indicating control and warranty adopted by them, and any imitation from a heraldic point
of view.
(b) The provisicns of subparagraph (a), above, shall apply equally to armorial bearings,
flags, other emblems, abbreviations, and names, of intemational intergovernmental
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prohibit registration as a trademark of emblems of national significance such
as armorial bearings and national flags. Article 6zer (1)(b) contains a similar
proscription in relation to IGOs except that it also expressly excludes the
names of such organizations from trademark registration. This serves to
highlight the absence of States’ names in the wording of sub-section
(1)(a).”®® Relying on the principle of expressio unius exclusio alterius, WIPO
has interpreted this subtle yet significant difference as not requiring that
Meinber States exclude country names from registration as trademarks.®
This interpretation is consistent with:

the duty of a treaty interpreter to examine the words of the treaty to
determine the intentions of the parties. This should be done in accor-
dance with the principles of treaty interpretation set out in Article 31 of
the Vienna Convention. But these principles of interpretation neither
require nor condone the imputation into a treaty of words that are not
there or the importation into a treaty of concepts that were not
intended.%®®

Interpretations of the terms ‘armorial bearings’, ‘other State emblems’,
‘official signs and hallmarks indicating control and warranty’, and ‘heraldic
symbols’ as including country names have been rejected. South Africa was
an enthusiastic proponent of this interpretation, but the remark that this ‘view
has not been universally and definitely accepted’®®' suggests rather more
support than may actually exist and conflicts with the acknowledgement
made elsewhere that:

other members of the Paris Union had made very laudable efforts at
ensuring protection against the use of official State names as elements of

organizations of which one or more countries of the Union are members, with the
exception of armorial bearings, flags, other emblems, abbreviations, and names, that are
already the subject of international agreements in force, intended to ensure their
protection. (emphasis added)

598. See WIPQ, WIPO I Report, paras 278-285. See also Bodenhausen, 94-99,

599. WIPQ, WIPO II Report, para. 281,

600. India — Patent Protection for Pharmaceuticals and Agricultural Chemical Products,
WT/DS50/AB/R (W.T.O. App. Body Report 19 Dec. 1997), See also Susy Frankel, WTO

. Application of ‘the Customary Rules of Interpretation of Public International Law’ to
Intellectual Property, 46 Va. J. Int’l L. 365, 388-382 (2005-2006). An alternative
interpretation of Art. 6ter (1) is defended by Matthew Rimmer in Virtual Countries:
Internet Domain Names and Geographical Terms, February 2003 Media Int’l Austl.
Incorp. Culture & Pol’y 124, 132 (2003). Rimmer posits that an alternate interpretation
of Art. 6ter ‘is jusiified, on the one hand, in light of its spirit and underlying objectives,
and, on the other hand, in view of recent technological evolutions, in particular the
emergence of the Internet as a commercial medium and the importance of domain names
as valuable signposts in this context.’

601. WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, The Protection of Country Names in the Domain Name
System: Comments Submitted by the Government of the Republic of South Africa, WIPO
Doc. SCT/S2/6 (17 May 2002) (available at www.wipo.int/edocs/mdocs/sct/en/sct_s2/
sct_s2_6.doc).
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trademarks, where such use constituted grounds for refusal of requests
for trademark protection. However, the continued prevalence of such use
in other countries provided clear evidence of the inconsistency of the
efforts to provide protection to official State names.®”

The ‘prevalence of such use’ offers support for WIPQO’s interpretation of
Article 6ter (1)(a), as do attempts prior and subsequent to the WIPO II
Report to revise this article to expressly include country names.

6.2.1.2 Proposed Revisions

A proposal®® to revise Article 6ter (1)(a) to include country names as part of
the 1980 Diplomatic Conference for the Review of the Paris Convention,
though adopted,’®* did not ultimately result in amendments. This signifies an
understanding amongst WIPQ States that, at that time, country names were
not included in the scope of Article 6ter. At the same time, this evidences a
desire to achieve such an outcome by creating new law. The question thus
arises as to the current legal significance of that previous state of affairs;
despite the failure to achieve codification then, has new law since been
created? Renewals of the effort to amend Article 6zer (1)(a) by the Jamaican
delegation to WIPQ’s Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (the ‘WIPO Standing
Committee’) offer insight. The Jamaican delegation’s proposal notably goes
beyond the earlier attempt at revising Article 6ter, in that it seeks to impose
a government consent requirement upon all applications for trademarks of
official country names and homonymous representations of official names.*%

It is clear from the Jamaican delegation’s remarks that it is believed as
a starting point that new law is needed to protect country names.**® From this

602. WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 309.

603. See WIPQ, WIPO II Report, paras 281-283 (discussing WIPO, Basic Proposals
(Supplement to Document PR/DC/3), Memorandum by the Director-General). See also
WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Submission by the Russian Federation, WIPO Doc. SCT/21/5
Annex 1, para. 1 (2 Mar. 2009) (available at http:/fwww.wipo.int/edocs/mdocs/sci/en/
sct_21/sct_21_5.pdf).

604. See WIPQ, Diplomatic Conference on the Revision of the Paris Convention, WIPO Doc.
PR/SM/9, discussed in WIPO, WIPO IT Report, para, 282,

605. WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Propesal by Jamaica, WIPO Doc, SCT/21/6 (30 Mar. 2009)
(available at http://www.wipo.int/fedocs/mdocs/sct/en/sct_21/set_21_6.pdi).

606. WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Reporr Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 309 (reporting the Jamaican delegation as speaking to ‘the clear absence
of provisions specifically prohibiting the use of official State names’ and the proposed
amendment to Art. 6fer being *not only warranted, but timely”). A finding of opinio jurts
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can be extrapolated the view that protection is not already extant. With the
exceptions of the delegations of Brazil and Austria, who expressed the view
that Article 6ter offers sufficient protection to country names,”’ other
members of the WIPO Standing Committee voiced no specific opposition to
Jamaica’s assessment. This can be interpreted as evidence of a general belief
among members of the WIPO Standing Committee that international law on
this issue does not yet exist, though it bears noting that not all members
commented, nor was a vote on this specific point taken, nor was this issue
debated in the General Assembly.

On the specifics of Jamaican delegation’s proposed amendments to
Article 6ter, members were more divided. The delegations of Iran (paragraph
312), Cuba (paragraph 314), Spain (paragraph 316), Greece (paragraph 325),
Serbia (paragraph 328), Kenya (paragraph 329) and India (paragraph 332)
expressed support.5?® The delegations of Colombia (paragraph 313), Austra-
lia (paragraph 315), South Africa (paragraph 317) and Germany (paragraph
318) expressed non-support.®® In light of this it was decided®'® that the next
step would be information-gathering through the drafting and circulation of
a questionnaire®! of members’ domestic laws restricting the registration and
use of country names (specified to include official State names, short-form
names, COIMMON use names, translations, transliterations and adjectival use)
as trademarks.

Responses to this questionnaire evidence a lack of consistency in the
exclusion of country names from registration and use as a trademark, with a
near 60/40 split.®'? That so many Member States responded in the negative
to having in place limitations on country names — through trademark law,

as to existing customary law cannot be based npon such forward-looking assertions:
Michael Akehurst, Custom as a source of international law, 47 British Y.B. Int’l Law 1,
37 (1974-1975).

607. WIPQO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 320 (comments of Brazil that it ‘believed that the existing legal
framework established under the Paris Convention and the TRIPS Agreement already
provided enough grounds for the protection of State names’) and para, 323 (comments
of Austria that it saw ‘no need to amend Article 6ter, the existing legal framework being
-sufficient to protect State names’).

608. Ibid., para. 309.

609, Ibid., paras 308-343 (comments by Austria, Australia, Brazil, Colombia, Denmark,
Germany, and the Republic of Korea).

610. Ibid., para. 343.

611. See WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Draft Questionnaire Concerning the Protection of Names of
States Against Registration and Use as Trademarks, WIPO Doc. SCT/23/4 (15 Feb.
2010) (available at hitp://www.wipo.int/edocs/mdocs/stlt/en/sct_23/sct_23_4.pdf).

612. The results broadly found that 61% of survey respondents exclude country names from
registration and 42% from use as trademarks for goods. In addition, 64% of survey
respondents exclude country names from registration and 41% from use as trademarks
for services.
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unfair competition law, general tort law or otherwise — supports the
non-existence at this time of protection though Article 6ter (1)(a) for country
names. This also weighs against the existence a general principle of
international law of exclusive State control or ownership of country names.
The revised proposal submitted by Jamaica, which takes into consideration
the survey responses, acknowledges this lack of consistency. Jamaica (joined
by Barbados) proposes that ‘there could be convergence among Members on
an agreed approach to the protection of country names in the trademark/IP
system having regard to differences that now exist in the protection afforded
to country names across Member States,’'

As to those States that have opted to exclude country names from
trademark registration, this is not prohibited under the Paris Convention, but
also not something they are obliged by that instrument or otherwise to do.
The case studies submitted to the Standing Committee by Jamaica, Lithua-
nia, Mexico, Poland, Republic of Moldova, Turkey, Uganda and the United
States®'* evidence the varied ways in which countries which have opted to
protect country names do so. A WIPQO-developed ‘nation branding tool’
intended to guide Member States in developing a nation branding strategy
and inform them of the role of country names within that strategy is projected
to be published in late 2012.5%

It is interesting to note the resemblance between Jamaica’s proposal to
restrict country names from registration as a trademark without government
consent and the recommendation of the Governmental Advisory Committee
(GAC) to ICANN to restrict creation of geographic new gTLDs without
government consent. As to why the consent mechanism has come to be
included in the gTLD Applicant Guidebook (and in less time) but not yet the
Paris Convention, certain distinctions can be made. First, as new gTLD
policy was being drafted, there was only one geographic gTLD already in
existence: .asia. The gTLD Applicant Guidebook’s imposition of a policy of
exclusion of country and territory name new gTLDs and consent to
geographic new gTLDs does not threaten the viability of vast numbers of
existing registrations in the way that existing trademarks would be threatened

613. WIPO Standing Commitiee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Proposal by the Delegations of Barbados and Jamaica, WIPO
Doc. SCT/27/6 para. 8 (18 Jun. 2012) (available at http://www.wipo.int/edocs/mdocs/
sct/en/sct_27/sct_27_6.pdf).

614. Case studies are accessible through the Standing Committee’s electronic forum. See
WIPO, Browse Comments: 2012 Country Names, http:/fwww.wipo.int/sct/en/comments/
(accessed 15 Oct, 2012). See also WIPQO Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, Information on Cases and Case Studies
Relevant to the Protection of Names of States and on Nation Branding Schemes, WIPO
Doc., SCT/27/5, (18 Jul. 2012) (available at hitp://www.wipo.int/edocs/mdocs/sct/en/
sct_27/sct_27_5.pdf) (hereinafter ‘Information on Cases and Case Studies’).

615. See WIPO Standing Commitice on the Law of Trademarks, Industrial Designs and
Geographical Indications, Information on Cases and Case Studies.
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by such a change.®'% It is worth noting, however, that had the gTLD Applicant
Guidebook restrictions on geographic strings applied at the time that the .asia
gTLD was created, the application would have been rejected as an applica-
tion for the name of a macro-geographical (continental) region unless it
secured authorization from the relevant governments throughout that
region.®’

Context is a second major difference: the GAC is an advisory body
within ICANN of representatives who provide advice to a private corpora-
tion’s Board of Directors. The WIPO Standing Committee, by contrast, is an
advisory body within a United Nations specialist agency. There is the
obvious difference (discussed in Chapter 4, above, in the context of non-State
actors in the DNS norm-setting environment) in terms of the law-making
capacity of WIPO and ICANN; the potential for actions of the former to
create binding legal obligations may serve as a disincentive to taking
decisive action, while no such obligations are created by GAC advice.
Different membership, voting procedures, expertise of participants, and the
relative ability of what may be perceived as stronger or weaker members to
influence or drive the recommendation-making process may also contribute
to different outcomes.®'®

A further distinction can potentially be made as to the intended
consequence of restrictions on geographic names from registration as
trademarks or gTLDs. The Jamaican delegation has curiously stated that “the
intention of [its] proposal was not to create proprietary rights for States
but rather to prevent unauthorized use of its name by individuals and
companies.’®!® It is not clear how giving States the exclusive authority to
prevent others’ registration and use as a trademark of country names by
means of a consent requirement underpinned by Article 6zer does not, by
conventional understanding, equate to a property-type right in the name as
such. WIPQ’s own articulation of the purpose of Article 6fer as being ‘to

616. See Mueller, Governments and Country Names, 10 (positing that “WIPO’s caution was
prodded in part by business trademark holders concerned about the potential confusion,
and possible erosion of their rights, that might be caused by proliferating claims to names
by governments, regions, and administrative entities™).

617. See ICANN, gTLD Applicant Guidebook, section 2.2.4.1.2 (4) (referring to the UN’s
*Cornposition of macro geographical (continental) regions, geographical sub-regions,
and selected economic and other groupings® list, at http:/funstats.un.org/unsd/methods/
m49/m49regin.htm).

618. It has been suggested that both ICANN and WIPO suffer from sporadic atiendance at
meetings, particularly as regards developing country members, and this may have an
impact on voting outcomes for both. On WIPO, see Coenraad Visser, Infernational
intellectual property norm setting: Democratising the World Intellectual Property
Organization?, 32 8, Afr. Y.B. Int’1 L. 222, 223-224 (2007). On the GAC, see Froomkin,
When We Say US™, We Mean It/, 865-866.

619, WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 311.
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protect’®?® emblems falling within its scope is indicative of a proprietary-
type right in the name as such rather than a non-proprietary limitation on the
behaviour of others through, for example, consumer protection or unfair
competition laws. Other provisions of the Paris Convention than 6ter are
directed at behavioural limitations;%*! if the intention were to restrict use that
is likely to confuse, amendment to Article 6rer should not be necessary. By
contrast, no such denial has been expressed in the context of ICANN’s
exclusion/authorization mechanism for geographic new gTLDs. One gets the
sense from GAC members’ comments that the exclusion/authorization
mechanism is driven by a desire to exert control of a proprietary nature over
geographic names at the very least in order to prevent the creation of
property or other rights belonging to others.

In summary, the prevailing view is that Article 6ter does not require
States to prevent the registration of country names as trademarks. Yet neither
does that Article or other provisions of the Paris Convention prevent States
from excluding country names from trademark registration on their own
initiative. A survey of WIPO members’ domestic law reveals a mixed
practice in this regard, lending current support to WIPQO’s interpretation of
Article 6ter (1)(a) as not encompassing a right to protect country names. It
further lends support to the non-existence of a general principle of interna-
tional law of excluding country names from trademark registration and by
corollary, to the non-existence of a general principle of international law of
recognizing exclusivity of States’ rights in country names.

622 ARTICLE 6TER (3): INTERPRETATION

In order to facilitate the exclusion of national emblems from national
trademark registers, Paris Convention Article 6zer (3) establishes a notice
system whereby WIPQO Member States communicate their national emblems
to other members of the Union.®”? Communications pursuant to this
provision are made by completing a ‘Draft Request for Communication
Under Article 6ter 3(a) of the Paris Convention for the Protection of

620. WIPO, Article Oter of the Paris Convention: Protection of State Emblems, and Names,
Abbreviations and Emblems of International Intergovernmenial Organizations, httpf/
www.wipo.int/articie6ter/en/ (accessed 15 Oct. 2012).

621. Unfair competition and related laws limiting commercial behaviour are the focus of
Chapter 8.

622. Paris Convention Art. 6fer

{3Ka) For the application of these provisions, the countries of the Union agree to
communicate reciprocally, through the intermediary of the International Burean, the list of
State cinblems, and official signs and hallmarks indicating control and warranty, which they
desire, or may hereafter desire, to place wholly or within certain limits under the protection
of this Article, and all subsequent modifications of such list, Each country of the Union shall
in due course make available to the public the lists so communicated. Nevertheless such
communication is not obligatory in respect of flags of States.
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Industrial Property by a State’.5*® Consistent with the prevailing interpreta-
tion of Article 6ter (1)(a) just discussed, the request form does not invite
notification of country names.’** Notable, therefore, are the notifications
made in 2008 by Iceland of its name in the English, Spanish/Castilian,
French, Chinese, Arabic and Russian languages as State emblems.®*> The
legal significance of Iceland’s actions is ripe for consideration in light of the
conclusions reached above as to the non-support of Article 6rer for
encompassing country names.

Iceland’s actions could only be supported by a restrictive interpretation
of Article 6ter 3(a) (and thus Article 6rer (1)(a)) giving ‘extreme deference
to the sovereignty of states’.°?° The actual use of the restrictive approach by
the PCIJ and ICJ is, however, limited and on this and other bases its use has
been cautioned against.’*’ Furthermore, the United States is recorded as
having objected to Iceland’s notifications.®*® Given that it is the only State to
have done so, it could be questioned whether this signals tacit acceptance by
other States. This is unlikely given that other States have not availed
themselves of the notification process to notify State name-only emblems,
although notifications have been made in which a country name is the
prominent feature with the addition of a small emblem or sign.® These have
essentially the same effect as name-only notifications because notified
emblems ‘are protected ... against registration and use of trademarks which
are identical to them or incorporate them as elements thereof ©° (emphasis
added). They function as stylized marks, however, and do not unambiguously

623. WIPO, Procedure to be Followed by States Wishing to Avail Themselves of Article 6ter
of the Paris Convention for the Protection of Industrial Property, hup//www.wipo.int/
article6ter/en/states.htm (accessed 15 Oct. 2012).

624. The notification provides: ‘On behalf of the Government of [official name of the
country], 1 would like to request the communication, under Article 6ter(3)(a) of the Paris
Convention for the Protection of Industrial Property (Paris Convention), to the States
party to the Paris Convention and to the Members of the World Trade Organization
(WTO) not party to the said Convention, of the [armorial bearings], [flag], [State
emblem] and/or [official sign or hallmark indicating control and warranty] adopted by
[official name of the country].”

625. Art. 6ter Numbers 188, 189, 1S10Q, I1S11, IS12 and IS513, Notified as State Emblems in
Circular Number 7596, 02 Apr. 2008, available at WIPO, Arricle 6ter Structured Search,
http:/fwww.wipo.int/ipdl/en/6ter/ (accessed 15 Oct. 2012).

626. Richard K. Gardiner, Treaty Interpretation 53 {Oxford University Press 2008).

627. See Hersch Lauterpacht, Restrictive Interpretation and the Principle of Effectiveness in
the Interpretation of Treaties, XXV1 British Y.B. Int’l L. 48, 62-67 (1949), discussed in
Gardiner, Treaty Interpretation, 60-62.

628. Objections by the United States are recorded as having been made on 30 Mar. 2009 for
each of Art. 6fer netification Numbers 188, 189, 1S10, IS11, 1512 and IS13. Available at
WIPO, Article 6ter Structured Search, hitp:/fwww.wipo.int.ipdl/en/6ter/ (accessed 15
Oct. 2012).

629. An example is Canada’s notification of State emblem CA16, available at WIPO, Article
Gter Structured Search, http:/fwww.wipo.int/ipdlen/6ter/ (accessed 15 Oct. 2012).

630. Bodenhausen, 97.
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evidence an intention to reserve a country name as the notification of an
unstylized name only.

Looking beyond treaty obligations to the formation of custom, although
practice by the entire international community of States is generally not seen
as required, and although it may even in certain situations be considered
sufficient that only a minority of States have acted in a particular way,®" it
is surely the case that the action of one State is insufficient evidence of a
general or even specific custom of recognizing rights in country names
through Article 6ter (3). Only if other States were doing so and these
notifications consistently went unchallenged, and further if these actions
were the product a sense of legal obligation and not simply diplomatic
courtesy, could this be a basis for customary law recognizing States’ rights in
country names.

At this time, Iceland’s appears the only example of notification under
Article 6ter (3) of a State emblem featuring only a country name. One reason
for the isolation of this practice may be that States believe it too obvious to
bother with an administrative process of notifying a desire to protect a name
that they view as indisputably their own. Could it be that country names are
so well-known that communication of an intention to assert exclusivity in
them would be considered unnecessary because it is so obvious? Such a
position is not so illogical when one considers that national flags have been
exempt from the process of Article 6ter notification since the 1958 Lisbon
Conference of the Paris Union for precisely this reason.®*? It would likewise
not be unreasonable to suggest that in the modern world order, countries’
names are just as, if not even more well-known than their flags. Perhaps the
very obviousness of the ownership of both belies not merely a desire to
preserve friendly relations but the observance of a legal obligation. Then
again, the opposite may be true, where ‘the absence of legal obligation in
such a context is regarded as self-evident, just as, in municipal law, questions
of good manners are treated as self-evidently not a matter for legal
regulation.”6*?

Article 6ter (3)(a) of the Paris Convention expressly accommodates the
fact that a flag so obviously belongs to the State that adopts it that the
adopting State need not tell other States that it wishes to prevent its use or
registration as a trademark.®** This reasoning depends on an understanding

631. See Vladmir Duro Degan, Sources of International Law 182, Martinus Nijhoff 1997,

632. See Gervais, 503 n. 819, citing Bodenhausen, Guide to the Application of the Paris
Convention, 100,

633. International Law Association, Statement of Principles Applicable to the Formation of
General Customary Intemnational Law: Final Report of the Committe on Formation of
Customary (General) International Law, section 17(i) Commentary.

634. Art. 6ter (3)(a): For the application of these provisions, the countries of the Union agree
to communicate reciprocally, through the intermediary of the International Bureau, the
list of State emblems, and official signs and hallmarks indicating control and warranty,
which they desire, or may hereafter desire, to place wholly or within certain limits under
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that a flag, once adopted, is assumed to be easily and immediately
identifiable as a particular State’s own, not only by other heads of State and
the diplomatic community but by people all over the world near or far from
the State in question who would otherwise have contact with the flag if used
as a trademark, Exclusion of flags from registration as a trademark is justified
because their ‘registration or use would violate the right of the State to
control the use of symbols of its sovereignty’.*® Yet are not country names
symbols of sovereignty just as much as, if not more so than, flags? If so, is
there a custom or general principle of international law recognizing States’
rights in country names, even if the Paris Convention does not explicitly
require this? To answer this question, this study now turns to a fundamental
principle of international law that is the cornerstone of the interational legal
order itself: sovereignty.

6.3 SOVEREIGNTY AND COUNTRY NAMES

Both the proposal made by the Jamaican delegation to the WIPO Standing
Committee to expand the scope of Paris Convention Article 6ter (1) and the
recommendation made by ICANN’s GAC to limit applications for new
geographic gTLDs rely on sovereignty to justify restricting others’ use of
country names.®*® Sovereignty has also been asserted as a basis for national
control of country code top-level domains.®*” Acknowledging the impreci-
sion with which the term ‘sovereignty’ is used, as will be discussed further
below, the impression one gets is that these are assertions of an inherent right
of States to possess and control the use of their representative symbols,
including their name. The seemingly inherent nature of the right suggests that
it is derived from principles of natural law and the very conceptual and
philosophical underpinnings of the international legal order. This is at least

the protection of this Article, and all subsequent modifications of such list. Each country
of the Union shall in due course make available to the public the lists so communicated,
Nevertheless such communication is not obligatory in respect of flags of States.
{emphasis added) '

635. Bodenhausen, 96.

636. See comments of the Delegation of Jamaica ‘that its propesal was intended to protect the
integrity and sovereignty of a State’ in WIPO Standing Committee on the Law of
Trademarks, Industrial Designs and Geographical Indications, Repert Adopted by the
Standing Committee, WIPQ Doc. SCT/21/8 (26 Nov. 2009) para. 311. The GAC’s view
is expressed in the context of Internationalized Domain Names (IDNs) that ‘ICANN
should consuit with the Government or relevant public authority of the territory
concerned to determine whether there may be any potential infringement of their
sovereign rights regarding their country or territory name’. GAC, GAC Communiqueé:
New Delhi, 2, hitps://gacweb.icann.org/display/gacweb/GAC+31+Meeting+New+Delhi
%2C+India+9-14+February+2008 (February 2008, accessed 15 Oct. 2012).

637. See Von Arx & Hagen, 68,
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how the protection of State emblems by means of Article 6fer of the Paris
Convention has been explained.®*®

Even if the protection of State emblems has as its origin the principle of
sovereignty, one need look no further than the Paris Convention in order to
identify international law expressly recognizing States’ rights. It has been
determined in the preceding section of this chapter that country names do not
fall within this ambit; they are not specifically recognized in the Paris
Convention or indeed any other international convention of universal scope
as symbols of sovereignty meriting protection as such by means of an
exclusion from trademark registration or other form of proprietary rights.
States’ names are nevertheless just as powerful and likely more universally
recognizable identifiers than flags or other national symbols. The question
therefore arises as to whether possession and protection of States” rights in
their names can alternatively be based on the status of statehood, either as a
condition of statehood or a consequence of it.

Various sources identify a link between national flags as expressions or
‘emblems’ of sovereignty and national identity,®*® but less clearly articulated
is a link between country names and sovereignty. If it were clear that
sovereignty encompasses a right to possess and prevent others’ use of a
name, the issue of States’ rights in country names would not be the open
question that it is today. An answer can only be reached by piecing together
historical and contemporary understandings of statehood in order to demar-
cate the legal connection, if any, between sovereignty, statchood and country
name. This section of this chapter considers first whether having a name is
a condition of statechood, and second, whether having a name is a right of
statehood.

638. See Bodenhausen, 96.

639. See for example, Am, Jur, 2d Flag §1 (‘A national or state flag is an emblem of that
nation or state’s sovereignty and authority.”); Michael Billig, Banal! Nationalism 40-41
(Sage Publications 1995) (discussing the powerful impact of even unwaved flags as
symbols of nationality and nationheod); Arundhati Virmani, National Symbols Under
Colonial Domination: The nationalization of the Indian flag, March-August 1923, 164
Past & Present 169 (1999); Yael Navaro-Yashin, Confinement and the Imagination:
Sovereignty and Subjectivity in a Quasi-State, in Sovereign bodies: citizens, migrants
and states in the posicolonial world 103-104 (Thomas Blom Hansen & Finn Stepputat
eds., Princeton University Press 2005) (discussing the importance of the flag of the
Turkish Republic of Northern Cyprus to its sovercignty); Sovereignty flag should fby, says
Maori Party, nzherald.co.nz (31 Jan. 2007) (available at http://www.nzherald.co.nz/
waitangi-day/mews/aticle.cfm?c_id=1500878& cbjectid=10421769).
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6.3.1 NAME AS A CONDITION OF STATEHOOD

6.3.1.1 Statehood and Possession of a Name

Foundational historical works on sovereignty and statehood offer little
support for the position that statehood is conditioned on having a name. For
example, Emerich de Vattel, whose seminal work Le Droit des gens; ou,
Principes de la loi naturelle appliqués & la conduit et aux affaires des nations
et des souverains is considered one of the foundations of modern nation-
State theory, saw only self-government as necessary.®*® Yet where specific
territories are identified as having achieved the status of sovereign statehood,
they are commonly referred to by name. For example, Franciscus de Vittoria,
another influential early contributor to international legal theory, described a
‘perfect State’ as ‘one which is complete in itself, that is, which is not a part
of another community, but has its own laws and its own council and its own
magistrates, such as is the Kingdom of Castille and Aragon and the Republic
of Venice and the like’.**! Little can be drawn from this, however, because
the examples to which Vittoria points are States in possession of a name
rather than States lacking names. The latter situation is not contemplated.
Contemporary scholars have experienced difficulty in articulating a
definition or identifying attributes of statehood. This is at least partly due to
the traditionally complex question of the need for recognition; that issue®*?
must be set aside as separate from a possible link between statehood and
country name.®® The definition of ‘State’ provided by Article 3 of the
Montevideo Convention on Rights and Duties of States®** (hereinafter the
‘Montevideo Convention’) is viewed as setting the standard despite that
convention being a regional agreement only.*> From it can be extrapolated

640. Emerich de Vattel, Le Droit des Gens, ou Principes de la loi Naturelle, Appliqués a la
conduite aux gffaires des Nations et des Souverains, vol. 1 Introduction, Bk I, ch 1, §4
(1758).

641, Pranciscus de Vittoria, De Indis et de lure Belli Relectiones, in Relectiones Theologicae
X!l (Emest Nys ed.), reprinted in The Classics of International Law 169 para. 7
§8425-426 (James Brown ed., 1917).

642. On recognition, see James Crawford, The creation of states in international law 38,
80-95 (2d ed., Clarendon Press 2007).

643. See Matthew C. R. Craven, What'’s in a Name? The Former Yugoslav Republic of
Macedonia and Issues of Statehood, 16 Austl. Y.B. Int’l L. 199, 238 (1995) (arguing that
a link between name choice and recognition ‘offends the notion of sovereignty itself’).
See also Louis Henkin et al., International Law: Cases and Materials 253 (3d ed., West
1993).

644. Convention on Rights and Duties of States adopted by the Seventh Intemational
Conference of American States (26 Dec. 1933, entered into force 26 Dec. 1934), 165
L.N.T.S. 19.

645. The definition of ‘State’ in the Restatement (Third) of Foreign Relations Law of the
United States almost precisely mirrors that of the Montevideo Convention, and in
comments to the Restatement it is said that this definition ‘is well-established in
international law’. See Restatement (Third} of the Foreign Relations Law of the United
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four principal criteria: a permanent population; a defined territory; govern-
ment; and capacity to enter into relations with other States.®*® Clearly,
possession of a name is not one of these four criteria. Nor is it one of the
other criteria that have been suggested over time, including permanence,
willingness and ability to observe international law, civilization, and legal
order.**” The requirements of membership in the United Nations are based
first and foremost on having achieved statehood, but even these do not
expressly require that aspiring members have a name.%*®

It is only plausible to take the position that possession of a name is a
condition of statehood if it can be said that having a name, while not an
express criterion of statehood, is a necessary or inherent aspect of a criterion
of statehood. Considering in turn the four criteria identified by the Montev-
ideo Convention as just noted, it could only be possible to interpret
possession of a name as a necessary aspect of having the capacity to enter
into relations with other States; the crux of this argument is that having a
name is a necessary aspect of legal personality.®*® This will now be
considered.

6.3.1.2 Name as a Necessary Aspect of Legal Personality

Having legal personality means being treated by the law as possessing the
capacity to enter into formal relations with other legal persons and be held

States § 201 Comment a (1987). As to the effectiveness of the definidon, see John
Dugard, Recognition and the United Narions 123 (Cambridge University Press 1987)
(‘Although Rhodesia, Transkei, Boputhatswana, Venda, Ciskei and, possibly, the Turkish
Republic of Nerthern Cyprus met or meet the traditional requirements of statehood
expounded in the Montevideo Convention of 1933, it is absurd to contend that any of
these entities [ ... ] acquired the status of “State™,”)

646. Even those who deem it inappropriate to view determinations of statehood as a
checklist-based activity nevertheless tend to accept that certain fundamental character-
istics ‘consttute in legal terms the core of the concept of statehood’. Crawford, 42.
Crawford qualifies this by arguing that the strictmess of the elucidation of these
characteristics in individual cases depends upon context and ‘that the exclusive attributes
of States do not prescribe specific rights, powers or capacities that all States must, to be
States, possess: they are presumpiions as to the existence of such rights, powers or
capacides, rules that these exist unless otherwise stipulated. This must be so, since the
actual powers, rights and obligations of particular States vary censiderably. The legal
consequences of statehood are thus seen to be—paradoxically—matters of evidence or
rather of presumption.’

647. Ibid., 89-95.

648. Art. 4(1) of the Charter of the United Nations requires that applicants: (1) be a state; (2)
be peace-loving; (3) accept the obligations of the UN Charter; (4) be able and willing to
carry out these obligations.

649. See Igor Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the
United Nations System, 93 Am. J. Int’1 L. 155, 160 {1999).
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accountable for one’s actions, as are natural, living persons.5*° States are ‘the
principal examples of international persons.’®*!

Without a name, it has been argued, it is not possible to be identified and
therefore not possible to engage and transact with others:

From the point of view of legal theory, the inherent right of a state to
have a name can be derived from the necessity for a juridical personality
to have a legal identity. In the absence of such an identity, the juridical
person (such as a state) could — to a considerable degree (or even
completely) — lose its capacity to conclude agreements and indepen-
dently enter into and conduct its relations with other juridical persons.
Therefore, the name of a state appears to be an essential element of its
juridical personality and its statehood.®* (emphasis in original)

This use of the term ‘legal identity’ helps to highlight that beyond their
undeniably symbolic function, names primarily play a practical function in
serving to identify things and distinguish them from others. Having some
means by which to be identified and differentiated is certainly facilitative of
engaging in relations with others, and contract law seeks as a general matter
that parties be identifiable. A name is one means of distinguishing a party
from another, but it is certainly not the only means; reference to geographical
location, numbers and symbols could all be used, even if not as easily and
memorably as names.®®® Each State could, for example, be assigned a
number according to its order of accession to the United Nations, or it could
be identified by its longitadinal and latitudinal coordinates or an image of its
national flag. It could also be assigned a completely random and meaningless
number. An analogy can be drawn with transactions between persons, in
which context it is not strictly necessary that a party be referred to by name
as opposed to another identifier or that the identifiers used have semantic
value or be unique as against all others. It is simply necessary to provide
sufficient information to distinguish one from others.5**

650. See Restatement (Third) of the Foreign Relations Law of the United States § 206
comment c.

651. Henkin et al., 241. See also Vattel, 1 §2 (‘{L"Etat] deviant une personne morale, qui a son
etendement et sa volonté propér, et qui est capable d’obligations et de droits’).

652. Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the United
Nations System, 160; Igor Janev, Some Remarks of the Legal Status of Macedonia in the
United Nations Organization, 53 Rev. Int’]l Aff. 1108 (2002).

653. Reference can be made here to domain names and the early decision to assign a name
in addition to a number to identify hosts in the network. This is discussed in detail in Part
I, Chapter 2, secticn 2.1.3 above.

654. See Janev, Some Remarks on Legal Status, 2 (‘In the absence of such an identity, the
juridical person, such as a state, could to a Jarge extent (or even completely) loose [sic]
its capacity to interact with other such juridical persons (e.g., conclude agreements, etc.)
and independently enter into and conduct its external relations. The name of a state is,
thus, an essential element of its juridical personality and, consequently, of its state-
hood.”).
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Nor is a name required of a legal person in order to express consent to
be bound, bearing in mind that the voluntary expression of State consent is
the cornerstone of positive international law. Just as illiterate persons can
indicate their willingness to be bound to a legal instrument by stamping their
fingerprint upon it or inscribing the letter ‘X’, so too could States commu-
nicate consent to be bound in a variety of visible ways. It is the expression
of consent that is of consequence, not the form that expression takes or the
possibility that others’ expression of consent takes a similar form.

Another key aspect of relations between legal persons is participation in
dispute resolution. In the international context one can look to the Statute as
well as the Rules of the ICJ (hereinafter, the ‘ICJ Rules)’,%*® the latter of
which specify the manner in which proceedings are to be initiated and
conducted. Article 38(1) of the ICJ Rules requires in relevant part that an
application to commence proceedings before the Court must ‘indicate the
party making it, the State against which the claim is brought, and the subject
of the dispute’, Considering subject matter first, the Isiand of Palmas Case
(or Miangas)®®® demonstrates that territorial disputes are resolvable even
where the territory the subject of the dispute is referred to by multiple names.

Turning to the naming of State parties, while Article 38(1) of the IC]
Rules does not expressly require that State parties have a name, names are
typically used for this purpose. Article 38(1) does not preclude commencing
proceedings before the Court against, for example, ‘the State whose
application for membership in the United Nations was made’ on a particular
date or in a particular numbered document or ‘the fiftieth State to join the
United Nations’, but these are not things that ordinarily occur in practice.
One need look no fuither than the 1CI’s docket for evidence of the practice
and consistency of the use of States’ names in proceedings.®®’ It must be
noted, however, that not all States have come before the ICJ and its
predecessor, the Permanent Court of International Justice,**® with a name of
their own choosing. An example of this is the ongoing case brought by the

655. Rules of Court (14 Apr. 1978, entered into force 1 Jul. 1978, as amended 14 Apr. 2005),
1.C.J. Acts & Docs 4.

656. Island of Palmas Case (or Miangas), Hague Court Reports 2d. 83 (1932), (Perm. Ct.
Arb. 1928), 2 UN. Rep. Intl. Arb. Awards 829.

657. On the significance of practice in treaty interpretation, see Vienna Convention on the
Law of Treaties, Art. 31(3)(b}. The ICJ docket is available at ICJ, List of Cases referred
to the Court since 1946 by date of introduction: List of contentious cass and advisory
proceedings, http:/fwww.icj-cij.org/docket/index.php?pl=3&p2=2 (accessed 15 Oct.
2012).

658. Publications of the Permanent Court of Intemnational Justice are available at ICJ,
Permanent Court of International Justice: Publications of the Permanent Court of
International Justice (1922-1946), http://www.icj-cij.org/peij/index.php?p1=9 (accessed
15 Oct. 2012).
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‘former Yugoslav Republic of Macedonia’ against Greece,® a dispute which
is comprehensively discussed in the next section of this chapter. The
applicant’s name in that case is a provisional one recommended by the UN
Security Council, and not the name under which that country sought
membership in the United Nations. The relevant question at this point in the
enquiry is whether, without the provisional name, this country would have
been prevented from raising its claim against Greece. In other words, was
possession of a name (provisional or permanent) procedurally necessary to
commencing the case?

Article 38(1) of the ICJ Rules requires identification of ‘the party
making’ the application. It does not demand a particular format that
identification must take. Identification of a party other than by its name
would not run counter to ordinary meaning or defeat the object and purpose
of the treaty as prescribed by Article 31(1) of the Vienna Convention, but the
existence of a consistent subsequent practice ‘in the application of”**° Article
38(1) of the ICJ Rules supports an interpretation of this as calling for use of
a State party’s name.5®' Because all parties before the Court have had names,
it is difficult to envisage what might otherwise occur. Presumably, names are
used unless the party in question does not have a name, in which case some
other identifier must - from a purely practical standpoint — be an acceptable
substitute, Unless otherwise specified in the Rules, standing could not
logically be denied of the basis of non-possession of a name if possession of
a name is not itself a condition of statehood.

This discussion reveals that a distinction must be made between
practical necessity and legal necessity. It is undeniably the case that names
facilitate the functions of the UN, and so much so that this could be
characterized as necessary (as opposed to simply desirable) from a perspec-
tive of operational convenience. Yet from the ease of using names does not
automatically follow a legal obligation. Neither can a general sense of legal
obligation be easily inferred from existing evidence of practice in the
functions of the UN. Rights in country names as such derived from States’
possession of legal personality, or indeed derived from any other condition
or right of statehood, cannot be based upon practicality or ‘(mere) comity
(courtoisie, comitas gentium)’ .55?

Even if it is the case that State parties are required to be referred by
name in ICJ proceedings, this does not equate to a strict prohibition against
nameless parties’ participation in proceedings, nor does it speak to exclusive

659. Case Concerning the Application of Article 11, Paragraph 1, of the Interim Accord of 13
September 1995 (The Former Yugoslay Republic of Macedonia v. Greece), Memorial
({A.C.J. 20 Jul. 2009) {available at htp:/fwww.icj-cij.org/docket/files/142/16354.pdf).

660. Vienna Convention on the Law of Treaties, Art. 31(3)(b).

661. See Gardiner, 225-232,

662. International Law Association, Statement of Principles Applicable to the Formation of
General Customary International Law: Final Report of the Committe on Formation of
Customary (General) International Law, Commentary to section 2(vi).
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rights of States in their names. There is no clear evidence of a felt sense of
legal obligation to possess a name in order to participate as a UN member,
and such a legal obligation is not expressly articulated in UN instruments.
From these things and from the fungible nature of identifiers in legal
transactions it can be concluded that possession of legal personality does not
require possession of a name, and thus that States’ claims to exclusive rights
in country names should not be based upon their possession of legal
personality.

6.3.2 NAME AS A RIGHT OF STATEHOOD

6.3.2.1 A Right of States to Select a Name

Even if not required in order to achieve the status of statehood, possession of
a name may alternatively be a right that accrues as a consequence of having
achieved statehood. This reasoning makes a distinction between the capaci-
ties that must be possessed in order to achieve the status of statehood from
capacities or rights that, once statehood is achieved, are imputed to the State.
This bifurcated approach is reflected, for example, in the Restatement (Third)
of the Foreign Relations Law of the United States®®® (the ‘Restatement’),
which sets out the required elements of statehood in § 201 and then
separately in § 206 the ‘capacities, rights and duties of States’ as:

(a) sovereignty over its territory and general authority over its nation-
als;

(b) status as a legal person, with capacity to own, acquire, and transfer
property, to make contracts and enter into international agreements,
to become a member of international organizations, and to pursue,
and be subject to, legal remedies;

663. The Restatemnents are treatises prepared and published by the American Law Institute on
a variety of legal topics, They have the primary aim of providing guidance to judges and
lawyers by clarifying and explaining fundamental legal subjects. The Third Restatement
of the Foreign Relations Law of the United States captures international law as
applicable to the United States, which ‘stems largely from customary international law
and international agreements to which the United States is a party.’ ALI, Publications
Catalog: Restatements of the Law - Foreign Relations Law of the United States,
http:/fwww.ali.org/index.cfm?fuseaction=publications.ppage&node_id=33 (accessed 135
Oct. 2012). The Restatement of the Foreign Relations Law of the United States of course
offers the perspective of only the United States as to international law, but the high regard
in which its reporters are held mean that it has significance beyond that one country’s
borders: ‘It should and will be consolted by lawyers in all parts of the world. For the
lawyer in the United States, it may be a kind of authoritative codification, For lawyers
in other countries, it is a valuable source of information about the foreign relations power
in the United States and prevailing American views on international law.” Rudolf
Bemnhardt et al., Book Review, 86(3) Am. I. Int'l L. 608, 609 (1992) (reviewing
Restatement (Third) of the Foreign Relations Law of the United States).
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(c) capacity to join with other states to make international law, as
customary law or by international agreement.

The wording of § 206 of the Restatement is illustrative of the general absence
in international law and scholarship of an express attribution to States of a
right to select or use a name. It is necessary, therefore, to consider whether
such a right is implied because it is inherently an aspect of sovereignty,
bearing in mind that sovereign rights derive from the ‘simple fact’ of the
State’s ‘existence as a person under international law.’®%*

In determining whether possession and exclusive use of a name is a
sovereign right of States, the advice offered by Justice Haynes of the High
Court of Australia should be borne in mind: ‘Sovereignty is a concept that
legal scholars have spent much time examining. It is a word that is
sometimes used to refer to very different legal concepts and for that reason
alone, care must be taken to identify how it is being used.”®®* Similar concemn
is expressed, for example, in the comments to § 206 of the Restatement,
which specify that its use in this context of States’ rights ‘implies a state’s
lawful control over its territory generally to the exclusion of other states,
authority to govern in that territory, and authority to apply law there.’® The
exercise of this control is a core right to inhere in all States.

As to whether there are more specifically articulated rights of States
(which could include a right to a name), there are divergent views. Vattel’s
reliance in the eighteenth century on natural law to explain the origin of
States’ rights echoes in modern arguments sué)porting an inherent, ‘inalien-
able right’ of States to select and use a name.®’ These arguments can also be
linked to a right to culture and heritage, similar to what was termed by an
early twentieth century diplomat the right to ‘national distinctiveness’.®
Contrasting with these is the view that ‘statehood does not involve any
inherent substantive rights’ but is ‘rather a form of standing’.°®® The works
of historical and contemporary scholars who support the notion of States’
rights offer little support for a specific right of States to select and use a
name. Nevertheless, it is difficult to oppose the idea that a State may choose
and use a name by virtue of the exercise of sovereignty and further that when
it does so, it is free by virtue of that authority to place restrictions on others’

664. Convention on the Rights and Duties of States, Art, 4.

665. Joosse v. Australian Securities and Investment Commission, 159 ALR. 260, 263-264
(High Ct. Aust’l 1998).

666. Restatement (Third) of the Foreign Relations Law of the United States §206 comment
(b).

667. See for example, Janev, Legal Aspects of the Use of a Provisional Name for Macedonia
in the United Nations System, 160.

668. F.A. Pezet, The Future Relations of the United States with Latin America from the Latin
American Viewpoint, 7(2) Nat'l Conf. Foreign Rel. U.S. 287, 287 (1917).

669. Crawford, 44-45.
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use of its chosen name within its sovereign territory. The same can be said
of national flags and domestic laws prohibiting their desecration.®”

In other words, sovereignty does not require that a State select and use
a name to identify itself, but rather bestows States with the inherent authority
to do so if they so choose.®”’ In practice, States do select a name. This is
evidenced by the United Nations Terminology Bulletin Country Names
(from which, not coincidentally, the names of ¢cTLDs are derived).®”*
Though not expressly required under the UN Charter or the Rules of
Procedure of the General Assembly to do so, applications for UN member-
ship refer to applicants by name:*” indeed, compliance with Rule of
Procedure 134%* would be difficult as a practical matter if this were not
done. The would be UN member is then acknowledged by that name on
acceptance.®

670. An interesting comparative analysis of flag desecration laws is provided by Ute
Kriidewagen, Political Symbols in Two Constitutional Orders: The Flag Desecration
Decisions of the United States Supreme Court and the German Federal Constitutional
Court, 19(2) Ariz, 1. Int’l & Comp. L. 679 (2002).

671. See Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the United
Nations System, 160 (‘every state paturally has an inherent right to a name’).

672. UN Terminology Bulletin No. 347/Rev. 1, United Nations Terminology Bulletin Country
Names (available at http:/unstats.un.org/unsd/methods/m49/m49alpha.htrm). On the
naming of ccTLDs, see Part I, Chapter 2, section 2.4.2 above,

673, Recent examples include the Application of the Republic of Bosnia and Herzegovina at
U.N. Doc. A/46/921 §23971 Annex (19 May 1992) (‘On behalf of the Presidency of the
Republic of Bosnia and Herzegovina and in conformity with the United Nations Charter,
1 am submitting the request of the Republic of Bosnia and Herzegovina to be admitted
to the United Nations Organization as a full Member State.”); Application of the
Democratic Republic of East Timor at U.N. Doc. A/56/953-5/2002/558 Annex (20 May
2002) (‘In connection with the application by the Democratic Republic of East Timor for
mermbership in the United Nations, we have the honour, on behalf of the Democratic
Republic of East Timor and in our capacities as the President of the Republic and the
Prime Minister, to declare that the Democratic Republic of East Timor accepts the
obligations contained in the Charter of the United Nations and solemnly undertakes to
fulfil them.”); Application of the Republic of Montenegro, U.N. Doc. A/60/890-5/2006/
409 Annex (16 Jun. 2006) (‘In line with the results of the referendum held in the
Republic of Montenegro on 21 May 2006, organized in accordance with Article 60 of the
Constitutional Charter of the State Union of Serbia and Montenegro, in my capacity as
President of the Republic of Montenegro, I have the honour to request the admission of
the Republic of Montenegro to membership in the United Naticns.”).

674. Rule 134 of the Rules of Procedure of the General Assembly of the United Nations
provides; ‘Any State which desires to become a Member of the United Nations shall
submit an application to the Secretary-General. Such application shall contain a
declaration, made in a formal instroment, that the State in question accepts the
obligations contained in the Charter.”

675. Continuing with the above examples, see the Admission of the Republic of Bosnia and
Herzegovina to membership in the United Nations, UN. Doc. A/Res/46/237 (22 May
1992); Admission of the Democratic Republic of East Timor for admission to
membership in the United Nations, U.N. Doc. A/Res/57/3 (2 Oct. 2002); Admission of
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Sovereignty gives the State not only the authority to choose a name, but
also to limit others’ use of the selected name within its territory. There are,
for example, reportedly ‘thousands’ of laws in Canada and ‘probably
millions’ in the United States, that ‘bestow upon “public authorities” (which
are often not elected bodies but government agencies, state-owned corpora-
tions, or non profit organizations) an absolute right to control particular
signifiers.”®’® All States have the authority to select names and regulate their
domestic use in this way, and have this authority equally, as articulated in the
Montevideo Convention at Article 4: ‘States are juridically equal, enjoy the
same rights, and have equal capacity in their exercise.” Yet equality among
States raises certain challenges in this context in that it does not prevent a
State from selecting another State’s name as its own; indeed, equality
suggests that they are each equally entitled to make a particular selection.

The question of States’ rights in country names therefore does not end
with name selection and use within the sovereign territory. It must further be
considered whether States’ authority to select a name is somehow limited by
the rights of other States and relatedly, whether States have a right to be
referred to by their chosen name.

6.3.2.2 A Right of States to Object to Another State’s Name

It is entirely possible that one State might choose to be identified in the same
or similar way as another. This duplication of identifiers could be said to have
a direct impact on the States in question and those transacting with them.
While on the one hand it might be said that the only limit to name choice is
imagination, in practice, geographic name choices are drawn from a
relatively limited field of reference that is, by its very nature, shared with
neighbouring States: “The names of the countries are usually associated with
their geographical location and dimension. Geography, at any rate, political
geography, as reflected in the boundary making and delimitation of frontiers,
territorial, maritime and aerial or atmospheric, changes with time.”®”’ As
borders fluctuate and time passes, so too are history, culture, language and
environmental conditions shared, and it is from this pool of shared
experience that geographic names are often drawn. Thus the very same
reasoning behind one State’s choice of name could also underpin another
(particularly neighbouring) State’s choice of name.

It is clear why a State would prefer that other States not choose the same
name, and this bears out in practice. The relative infrequency with which
naming conflicts have arisen is nevertheless surprising when one considers

the Republic of Montenegro for admission to membership in the United Nations, U.N.
Dac. A/Res/60/264 (12 Jul. 2006).

676. Coombe, 135-136.

677. Sompong Sucharitkul, The Inter-temporal Character of International and Comparative
Law Regarding the Rights of the Indigenous Populations of the World, 50 Am. J. Comp.
L. 3, 10 (2002).
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the frequency with which new States have been created and old ones
extinguished in modern times: it has been noted that more than 125 new
States have been created or reconstituted since the coming into force of the
United Nations Charter in 1945, not including name changes.®”® Even in this
highly dynamic environment, the only major conflict is the ongoing dispute
between Greece and the country provisionally referred to as the ‘former
Yugoslav Republic of Macedonia’, or ‘FRYOM’. This dispute will next be
critically analysed, but first, some comments must be made about its
uniqueness. One conclusion to potentially be drawn from the scarcity of
name choice disputes is that there is a customary rule of avoiding selecting
a conflicting State name. The existence of such a rule is undermined,
however, by the number of States with shared names®™ and the simple fact
that in none of these cases has conflict arisen to the level of the Macedonia
name dispute, What drives name choice (and, by corollary, avoidance of
choosing what others have already chosen) may not be a sense of legal
obligation but rather simply an overriding interest in avoiding confusion with
other States — a practical preference to not be confused with others. Although
(as concluded in the previous section of this chapter) possession of a name
is not a necessary aspect of legal personality, it does make transacting with
other legal persons more convenient. Where similar names can be differen-
tiated, these can be used without serious issue.

‘What then would lead a State to select a name insufficiently distinctive
from or objectionable to others? One possibility already alluded to in the
previous paragraphs is that shared history and experiences could lead
multiple States to select the same or similar representations and symbols of
their sovereignty. Objection on this basis is defensible in principle only for
neighbours or States otherwise currently or historically related. Exemplary of
such a situation are neighbours Greece and the FRYOM, one of the new
nations borne out of dismembered Yugoslavia.

Responding to Greece’s objection to Macedonia’s application® for UN
membership, the UN Security Council recommended that the country be
‘provisionally referred to for all purposes within the United Nations as “the
Former Yugoslav Republic of Macedonia” pending settlement of the differ-
ence that has arisen over the name of the State’.%®! The name is but one

678. See Crawford, 715 and Appendix 1.

679. Examples of identical or materially similar country names include: (a) the Democratic
Republic of the Congo and Republic of the Congo. (b) the Republic of Equatorial
Guinea, the Republic of Guinea, the Republic of Guinea-Bissau, and the Independent
State of Papua New Guinea, (c) the Democratic People’s Republic of Korea and the
Republic of Korea, and (d) Niger and Nigeria.

680. U.N, Doc, A/47/876-8/25147 (1992), discussed in detail in Michael C. Wood, Partici-
pation of Former Yugoslay States in the United Nations and in Multilateral Treaties, in
Max Planck Y.B. UN. L. 236-241 (Armin von Bogdandy ed., Martinus Nijhoff Publishers
1997).

681. 5.C. Res. 817, 7 Apr. 1993, U.N. Doc. S/INF/49 (1993), at para. 2,
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aspect of this now long-running dispute; in earlier proceedings before the
European Court of Justice (ECJ) Greece complained of large scale efforts to
promote ‘the idea of a unified Macedonia’ through that country’s chosen
name (Republic of Macedonia), the wording of its constitution, and such
activities as ‘the circulation of maps, calendars and car stickers’ and ‘school
history books’ depicting the FYROM as encompassing Greek territory.®®
Also conceming to Greece was the FRYOM's adoption of the ‘Sun of
Vergina® on its flag, this emblem having been discovered in excavations on
Greek territory.%®® Greece demanded that the FRYOM cease use of its chosen
name and symbols and related activities, all of which it interpreted as
territorial claims amounting to a threat of war.®

The ECJ’s decision went not to resolving the name dispute but rather to
interim measures requested by the European Commission to suspend
economic sanctions imposed by Greece against the FRYOM, which request
was ultimately rejected by the Court.®® A subsequent Interim Accord
between Greece and the FRYOM required only undertakings to continue
negotiation ‘with a view to reaching agreement’ on this matter.%% In 2008,
the FRYOM instituted proceedings before the ICJ asserting that the Interim
Accord had been breached by Greece by its objection to the FRYOM's
application to join the North Atlantic Treaty Organization.®*’ In December
2011, the Court found®®® that Greece’s objection violated the Interim Accord.
The applicant’s clear intentions to refer to itself by its constitutionally chosen
name within NATO (which ultimately resolved to delay a decision on
admission pending resolution of the name dispute) was considered not to
render Greece’s objection lawful. The Court seized the opportunity to
highlight the fact that the dispute has been ongoing for sixteen years, and to
remind the parties of their obligation under the Interim Accord to make good
faith efforts towards its resolution.

682. Commission of the European Communities v. Hellenic Republic, C-120/94 R 1-03037
(E.C.J. 29 Jun. 1994), at para. 8.

683. Ibid., para. 9. :

684. Ibid., para. 31.

685. Ibid., para. 48.

686. Interim Accord (with related letiers and translations of the Interim Accord in the
Languages of the Contracting Parties), Greece-the former Yugoslav Republic of
Macedonia, signed in New York 13 Sep. 1995, 1891 U.N.T.S. 1-32193; 34 LL.M. 1461
{13 Oct. 1995).

687. ICI, Press Release, The former Yugoslav Republic of Macedonia institutes proceedings
against Greece for a violation of Article 11 of the Interim Accord of 13 September 1995,
No. 2008/40 (17 Nov. 2008) (available at http://www.icj-cij.org/docket/files/142/
14881.pdf).

688. Application of the Interim Accord of 13 September 1995 (the former Yugoslav Republic
of Macedonia v. Greece), Judgment of 5 Dec. 2011,
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This dispute is a unique constellation® and though it remains unre-
solved, an attempt can be made to draw conclusions from the legality of
Greece’s demand that its neighbour avoid adopting the name ‘Macedonia’ in
order to broadly articulate limitations upon States’ sovereign rights to select
a name. Notably, leading scholars have avoided doing 50.%°° Omne highly
regarded text characterizes the matter as one of ‘political guarantees ensuring
that [the FRYOM] had no territorial claims towards a neighbouring Com-
munity state’.5*' Another sees the dispute as illustrative of the potential
problems inherent in States’ sovereign authority, but makes no statement as
to the legality of Greece’s demands.® The problem, it has been said, is that
this dispute:

both clarifies and obscures the status of country names in international
law. On the one hand, both the UN’s and the EU’s reactions suggest that
Greece's claim that a country’s choice of name could be a form of
aggression was not, as an abstract matter, per se unreasonable. Thus, it
appears that international law recognizes the theoretical possibility that
a country’s choice of name might amount to hostile propaganda against
a neighbour, such as in ‘the use of a denomination which implies
territorial claims.’ In so doing, it suggests that the presumed norm that
countries control their names has been weakened; conversely, it suggests
that the idea that one country has rights regarding another country’s use
of names might theoretically have more merit than many had previously
suspected,®

These comments attribute to States a right to select a name, but posit that this
right is not absolute. This is consistent with the principle of sovereignty,
which gives the State supreme but not absolute authority within its territory.
Interference in domestic matters is permitted by Article 2(7) of the United
Nations Charter, as well as by customary international law. Further, the
Friendly Relations Declaration requires that ‘every State shall refrain from
any action aimed at the partial or total disruption of the national unity or

689. Craven, What’s in ¢ Name?, 238 (characterizing this as ‘the first occasion in which it has
ever been suggested that a State, or for that matter a people, should not be the exclusive
determinants of their own cultural and political symbols”).

690, See Demetrius Andreas Floudas, Pardon? A Name for a Conflict? FRYOM s Dispute with
Greece Revisited, in The new Balkans: disintegration and reconsiruction (George A.
Kourvetaris et al. eds., East European Monographs 2002),

691. Malcolm N. Shaw QC, Internarional Law 452 (6th ed., Cambridge University Press
2008).

692. Colin Warbrick, States and Recognition in International Law, in International Law 241
(Malcom D. Evans ed., Oxford University Press 2006).

693. Froomkin, When We Say US™, We Mean It/, 856, quoting the European Commission’s
16 Dec. 1991 Guidelines on the Recognition of New States in Eastern Europe and in the
Soviet Union, as reprinted in Danilo Tirk, Declaration on Yugosiavia, 4(1) Eur, J, Int’]
L. 73, 73 (1993).
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territorial integrity of any other State or country,’®®* If the right of a State to
select and use a name is based on sovereignty, then this limitation must
correspondingly apply, meaning that one State’s name choice cannot consti-
tute an unlawful interference with the sovereignty of another State. Such an
interpretation is supported by the general principle of abuse of rights, which
serves to limit a State’s choice of name to the extent that the choice had the
effect of ‘inflict[ing] upon another State an injury which cannot be justified
by a legitimate consideration of its own advantage.’®> A link to the general
principle of good faith is equally clear given that ‘[a] state that acts in good
faith is unlikely to abuse its rights.”*® A related principle of ‘good
neighbourliness’ was raised by Judge ad hoc Roucounas and suggested in his
dissenting opinion to have been breached by the FRYOM.%’

The determination of whether one State’s choice of name constitutes an
unlawful interference with the sovereignty of another State or a breach of the
principles of good faith, abuse of rights or good neighbourliness depends
entirely on the facts in question.®*® As a result, it is impossible to develop
universal rules around the selection of country names. In the Macedonia
dispute, the European Commission Declaration on Yugoslavia required each
former Yugoslav republic to declare that it had agreed, inter alia, ‘to adopt
constitutional and political guarantees “ensuring that it has no territorial
claims” against a neighboring E.C. country and that it would not use a name
(e.g., Macedonia) that implied such claims and would conduct “no hostile
propaganda activities” against a neighbouring E.C. country.”®* This is likely
as precise as rules could be articulated. This difficulty, along with the
infrequency with which naming disputes have arisen,”® may help to explain

694. Declaration on Principles of International Law concerning Friendly Relations and
Cooperation among States in accordance with the Charter of the United Nations,
GA/MES/2625(XXV), U.N. Doc. A/8082 (1970).

695. L. Oppenheim, International Law: A Treatise 345 (8th ed., H. Lauterpacht ed.,
Longmans, Green & Co. 1955).

696. M. Byers, Abuse of Rights: An Old Principle, a New Age, 47 McGill L.J. 389, 406
(2002).

697. Application of the Interim Accord of 13 September 1995 (the former Yugoslav Republic
of Macedonia v. Greece), Judgment of 5 Dec. 2011 (Dissenting opinion of Judge ad hoc
Roucounas).

698. See Craven, What's in a Name?, 234, citing Case Concerning Military and Paramilitary
Activities in and Against Nicaragua (Nicaragua v. United States of America), 1.C.J. Rep.
1986 (1.C.J. 27 Jun. 1986).

699. European Community, Declaration on Yugoslavia and on the Guidelines on the
Recognition of New States (Extraordinary European Political Cooperation Ministerial
Meeting, Brussels, 16 Dec, 1991}, 31 1LL.M. 1485 (1992).

700. There is another reported instance of a naming dispute in recent history, in which
proposed changes to the name of the country of Uzbekistan were rejected on the basis
of their being interpreted as territorial claims. See Crawford, G8 n. 141, citing Karen
Dawisha & Bruce Parrott, Russia and the new states of Eurasia: the politics of upheaval
85 (Cambridge University Press 1995).
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the non-existence of expressly acknowledged, detailed rules of international
law on name selection.

There is no denying the potential for the choice of name by a State and
even the purely internal, domestic use of the name to provoke (intentionally
or unintentionally) changes in the world order. That part of the population in
State A might be motivated by State B’s choice of name to exercise a right
of self-determination is a realistic possibility. Yet self-determination in its
contemporary form is a right of peoples to be involved in a meaningful way
in the constitution and maintenance of the systems that govern their lives.”
The possibility that, as a right of peoples, self-determination encompasses a
right to self- or group-identify using geographic names is explored in
Chapter 9, below, along with other potential human rights bases of rights in
geographic names.

6.3.2.3 A Right of States to be Referred by Their Chosen
Name

A separate but related question is whether States have a right to be referred
to by their chosen name. As discussed above, there is a strong practical and
diplomatic incentive for States to have a name, but this does not necessarily
speak to the existence of a legal obligation to have a name either generally
or for a particular purpose. It has been noted earlier in this chapter that there
is a practice of using names in the functions of the UN, though there are no
provisions in the UN Charter that require members to have a name. The use
of names is directed in certain UN procedures, for example in General
Assembly plenary voting.”® Yet use of @ name is one matter, while use of a
State’s chosen name is another; the issue here is specifically whether, to give
one specific example, the United States of America is obliged to use the name
‘Russian Federation” when referring to that country within or even beyond
the UN context.

For the most part, the practice of using names in the UN is axiomatic.
Names are ordinarily used — and without any special emphasis on their being
used — in accordance with the wishes of the named UN member. One notable
instance of special emphasis is the General Assembly’s pronouncement ‘that,
in accordance with the desires of its people, South West Africa shall
henceforth be known as “Namibia”.’"® Applications are ordinarily accepted
using standardized language,’® and the new member is then referred to by

701. See Rupert Emerson, Self-Determination, 65 Am. 1. Int’l L. 459, 465-466 (1971).
702. General Assembly of the United Nations, Rules of Procedure and Comments, Rule 87.
703. Question of South West Africa, G.A. Res. 2372(XXII), U.N. Doc. AfRes/2372(XXII) (12
Jun. 1968).
704. General Assembly resolutions on administration are worded as follows:
The General Assembly,
Having received the recommendation of the Security Council of [date] that [State name]
should be admitted to membership in the United Nations,
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other members accordingly. The case of the FRYOM is in this context again
a unique constellation: the UN Security Council avoided making use of that
country’s chosen name when resolving on its membership application,
instead recommending admission of the ‘State whose application is con-
tained in document S/25147°, and then recommending the use of a
provisional name.” The General Assembly then admitted the so-called
‘former Yugoslav Republic of Macedonia’ using the standardized language
just noted.

The Russian Federation provides an example of a different situation,
that of an existing UN member changing its name. Leaving aside questions
of continuation of membership’® which lie outside the scope of this study,
the Russian Federation’s assumption of the Union of Soviet Socialist
Republics’ seat at the United Nations was characterized by then-President
Yeltsin as a simple name change. He simply requested ‘that the name
“Russian Federation” should be used in the United Nations in place of the
name “the Union of Soviet Socialist Republics”.””®” There is no record of
objection to this request,’® and the name ‘Russian Federation’ has accord-
ingly since been used in the UN General Assembly and Security Council.™®

Looking beyond these forums to the ICJ, it has been noted in the
previous section of this chapter in the context of legal personality that there
is uniform practice in referring to parties by name in ICJ disputes, and that
this practice is supported at least to some extent by the wording of Article
38(1) of the ICJ Rules. That Article does not expressly require that an official
name be used, but presumably the name of a UN member as per its admission
is the name that will be used. The ‘Macedonia’ case is illustrative: it was
docketed as ‘the former Yugoslav Republic of Macedonia v. Greece’. That
case nevertheless offers no particular support to the existence of a legal
obligation to refer to parties by their chosen name except insofar as it
evidences a sense of felt obligation on the FRYOM’s part to refer to itseif by
its provisional name as recommended by the UN Security Council. More
assistance would have been offered were the roles of the parties in that case
reversed (in other words, it would be interesting to see whether Greece would
identify the respondent as something other than the ‘former Yugoslav
Republic of Macedonia’). Greece’s counter-memorial and rejoinder did refer

Having considered the application for membership of [State name],
Decides to admit [State name] to membership in the United Nations.
See for example, Admission of the Republic of Montenegro to membership in the United
Nations.

705. 8.C. Res. 817, para. 2,

706. On continuation, see Yehuda Z. Blum, Russia Takes Over the Soviet Union’s Seat at the
United Nations, 3(2) Eur. J. Int’l L. 354 (1992).

707. U.N. Doc. 1991/RUSSIA, 1, excerpted in Blum, at 356.

708. See Crawford, 677.

709. See for example, UN.G.A. Res. A/RES/65/281 (17 Jun. 2011).
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to the ‘former Yugoslav Republic of Macedonia’,”'® which is procedurally
sensible, given that Greece was the respondent, but not expressly required by
Article 49 of the ICJ Rules, It is also interesting to note that the respondent
in the case against Greece before the ECJ was not identified as ‘Greece’ but
rather as the ‘“Hellenic Republic’ (the name under which it entered the Treaty
Establishing the European Community).”"!

Of these instances just discussed, the language that is most strongly
supportive of a right of members to be referred to by their chosen name is
that of the UN Security Council in directing other members to refer to the
‘former Yugoslav Republic of Macedonia’ and do so ‘for all purposes within
the United Nations’.”*? This, ironically, is not a case of a State being referred
to by its chosen name, but rather a provisional name to be used pending a
dispute involving the name. Even if this or perhaps the Namibia case or
standard practice offers a basis upon which a right of States to be referred to
by their chosen name can be asserted, this is an extremely limited right which
would prevent only alternative name use within and for UN purposes. This
would not prevent the use of alternative names (e.g., a reference to the United
Kingdom of Great Britain and Northern Ireland by the slang name ‘Old
Blighty’,”* or even a reference to that country as ‘Britain’ or ‘the UK’) by
a member of the GAC in ICANN discourse, a government official from
commenting to the press, or even in international relations outside of the UN
context, while acknowledging the potential detriment such actions might in
some instances have in terms of good international relations. Much of State
conduct around naming appears to have as its basis not clearly identifiable
legal rules but rather good international relations with the aim of avoidance
and resolution of disputes through good faith negotiations. The United
Nations Security Council has encouraged this from Greece and the
FRYOM,”"* though as-yet those States have been unable to achieve
resolution of their dispute.

710. Case Concerning the Application of Article 11, Paragraph I, of the Interim Accord of 13
September 1995 (The Former Yugoslav Republic of Macedonia v. Greece), Counter-
Memorial by Greece (L.C.J. 19 Ian. 2010) (available at http://www.icj-cij.org/docket/
files/142/16356.pdf); Case Concerning the Application of Article 11, Paragraph 1, of the
Interim Accord of 13 September 1995 (The Former Yugoslay Republic of Macedonia v.
Greece), Rejoinder of Greece (I.C.J. 27 Oct. 2010) (available at hup://www.icj-cij.org/
docket/files/142/16356.pdf).

711. Treaty Establishing the European Community (Consolidated Version) (25 Mar. 1957).

712. 8.C. Res. 817, para. 2.

713. Michael Quinion, World Wide Words: Blighty, http:.//www.worldwidewords.org/qa/qa-
blil.htm (accessed 15 Oct, 2012).

714, See 5.C. Res. 817.
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6.4 CONCLUSIONS ON RIGHTS IN GEOGRAPHIC
NAMES AS SUCH

Two related bases have been explored in this chapter as potential sources of
rights in geographic names under international law: Article 6ter of the Paris
Convention for the Protection of Industrial Property and the principle of
sovereignty. First, Article 6ter requires that States prohibit the registrability
as trademarks of State flags and other emblems, as well as the emblems of
IGOs. In this chapter, the interpretation of Article 6zer (1)(a) by WIPO has
been confirmed with reference to recent survey evidence and as-yet unsuc-
cessful attempts to amend that Article. The resuits of the questionnaire
drafted by the WIPO Standing Committee indicate that many States are
reserving country names from trademark registration even though they are
not obliged under Article 6ter to do so. An isolated instance of the use of the
notification procedure specified in Article 6ter (3) by Iceland has also been
highlighted, but other actions in this space suggest that this is a unique
interpretation of Article 6rer which does not constitute evidence of a custom
of reserving rights in country names.

From discussions around proposed amendments to widen the scope of
Article 6ter to include country names can be extrapolated the conclusion that
there currently is no international law recognizing rights in country names as
such that could be called upon to justify their exclusive use by States and the
prevention of their use by others. The analysis documented in this chapter
supports that view. It is only logical to reach the same conclusion as respects
sub-national names. That said, Article 6ter does not prevent States from
reserving rights in geographic names as such; it simply does not require that
they do so. The protection offered by ICANN through the gTLD Applicant
Guidebook is therefore not inconsistent with Article 6fer.

The second basis of rights evaluated in this chapter is the foundational
international law principle of sovereignty. Governments have looked to the
principle of sovereignty in order to justify what they view as an inherent right
to prevent others’ use of ‘their’ names. While there may be a growing body
of examples of conflict over private parties’ use of geographical names,”"*
there are surprisingly few examples of name conflicts between States. As a
result, there are very few constellations from which support of States’ rights
in country names can be drawn. In this chapter it has been considered that
there are actually three rights potentially encompassed in a right of States to
country names: a right to select a name, a right to object to another State’s
name, and a right to be referred to by a chosen name. In relation to none of
these is there an express right contained in any international convention,
though the ICJ Rules do refer to the identification of party names, while the
UN General Assembly Rules refer to plenary voting according to name. At

715. For examples, see discussion of UDRP cases involving geographic names at Part II,
Chapter 3, section 3.3.1.2 above.
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the same time, in relation to none of these is there an express denial of a
corresponding right in any international convention.

From the as-yet unresolved dispute between Greece and the FRYOM
over the name ‘Macedonia’ can be extracted certain conclusions about
States’ rights to select and object to a name, This dispute is the manifestation
of a rational tendency to select a name that happens to be based upon an
identity or history shared with neighbouring States. The escalation of this
dispute into an international legal dispute is, however, unique. From it and
other instances of name similarity not escalated into international disputes it
can be deduced that there is no rule of international law preventing one State
from selecting the same or similar name as another State’s. This dispute
suggests that a State’s right to select a name is not absolute, but rather is
limited by obligations not to encroach upon another State’s sovereignty and
to act in good faith. There are no clear rules to determine when this occurs,
nor is it practicable to attempt to develop rules beyond the general
proscription imposed upon the FRYOM not to interfere with the territorial
integrity of another State, Nor for the same reasons is it practicable to
develop rules around objections to States’ choice of name. These situations
can only be resolved on a case-by-case basis, having due regard to the facts
at issue.

As to the implications of these conclusions in the context of domain
names, conflicting applications for new geographic gTLDs are inevitable:
there are already in existence several constellations of similar country names
which, although they have not previously been disputed in the offline
context, could be the subject of a future challenge in the online context due
to the technical requirement of absolute name uniqueness and the policy
decision to prevent confusingly similar TLD strings. Although conflicting
applications for a .macedonia new gTLD were not made in the initial round
of top-level expansion under the New gTLD Program, these remain a real
possibility in future expansion rounds if the prohibition on applications for
country and territory names is lifted. It would be inappropriate to develop a
single rule of priority on the basis of sovereignty, simply because sovereignty
does not support such a rule. On this basis, as a matter of policy and to
preserve the stability of the internet and its DNS, ICANN should consider
refusing the creation of any geographic new gTLD for which competing
applications have been submitted.

Finally, to the extent that a right to be referred to by one’s chosen name
can be derived from practice within the UN and before the ICI, these are
limited to those specific contexts and will not serve to prevent failures to
properly identify a State in other contexts such as the DNS. Further, the
recognition of a right in that limited context is not alone determinative of the
exclusivity of a State’s rights in a particular name in that particular context,
or certainly in any other context.
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Chapter 7
Rights in Geographical Indications

The protection of geographical indications is not only about the protection
of names. It is about the protection of a certain quality and reputation that
is attributable to a product that is made in a defined place. A mere name
does not necessarily capture that concept of quality.”*®

7.1 GEOGRAPHICAL INDICATIONS AND WHY THEY
PRESENT CHALLENGES

Geographic names that are used to denote the particular geographic origin of
particular comestible products have since the early days of the Paris
Convention for the Protection of Industrial Property held a special legal
status separate from their potential registrability as trademarks. That status is,
however, nowhere near as clearly defined or harmonized as it is for
trademarks. When it comes to the recognition of rights under international
law in geographical indications and related origin-connoting natnes, the
question is therefore not whether rights are recognized, but whether the
extent of their recognition is sufficient to have any impact upon their
unauthorized use in a particular context such as the DNS.

The TRIPS Agreement contains provisions respecting ‘geographical
indications’, but since long before its coming into force there have been two
separate international treaty frameworks directed at the recognition of rights
in origin-connoting geographic names. Entirely different agreements, one
thing they have in common is a low number of signatories, as a result of

716. O'Connor, The law of geographical indications, 18.
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which they can both reasonably be characterized as failures. A different
picture emerges at the regional level, where the European Union in particular
has constructed a robust protection framework out of Member States’
traditions of recognizing rights.”"” Discussions on the issue of international
recognition of geographical indications suggest that efforts are driven by
Europe’s eagerness for other members of the international community to
embrace its framework or something closely resembling it.”'®

All members’'® of the WTO are required by the TRIPS Agreement to
provide the means to protect geographical indications against use that would
mislead the public or constitute unfair competition. It is up to members to
determine how to meet this requirement. There is a vast range of approaches,
including:

unfair competition and consumer protection, passing off, sui generis
protection of geographical indications via registration, passive protec-
tion where the concept of geographical indications is defined and
protection available through courts but no registration system, trade-
marks with geographical references, collective, guarantee and certifica-
tion trademarks, and administrative schemes of protection,’®

What the TRIPS Agreement provides is not a right in geographical
indications as such but rather a limited right to prevent particular kinds of
uses depending on the type of product to which the name relates. Impor-
tantly, as will be explored in detail throughout this chapter, a distinction is
made between indications relating to wine and spirits and indications relating
to other types of products.

This is as much as the WTO has - as-yet — managed to achieve in terms
of reaching agreement among its members, and even getting to this point was
difficult.”?! For those countries whose laws offer greater protection to
geographical indications, including protection of indications as such, the
TRIPS Agreement compromise offers little comfort because they see what is
at stake as being much more than mere names, but national identity.”** On the
other hand, for those countries in which geographical indications have not
traditionally been protected, the TRIPS compromise represents the edge of a
slippery slope; members’ ability to offer greater protection than that required
under the Agreement (the so-called ‘minimum standards framework’) gives

717. Ibid., 123.

718. See for example, Cottier, The Prospects for Intellectual Froperty in GATT, 404.

719. See WTO, Understanding the WTO: The Organization, Members and Observers.

720. O’Connor, The law of geographical indications, 67.

721, See Cottier, The Prospects for Intellectual Property in GATT, 404.

722. See Tomer Broude, Taking ‘Trade and Culture’ Seriously: Geographical Indications and
Cultural Protection in WTO Law, 26 U. Pa. J. Int’] Econ. L. 623, 661-622 (2005).

152



Chapter 7: Rights in Geographical Indications

rise to ‘a clear risk of excessive protection’ and of needing to make
fundamental changes to existing law.

As with geographic names generally, recent discussions about an
international standard of protection for geographical indications have been
motivated by the use of these names in the online environment. The World
Intellectual Property Organization’s WIPO I Report offered specific ex-
amples of unauthorized registrations of second-level domain names com-
prised of geographical indications, but as with geographic names generally,
it was concluded that the TRIPS Agreement offered insufficient support for
preventing this activity.”** A decade later, the registration of second-level
domain names comprised of geographical indications remains problematic,
With the expansion of the DNS through the New gTLD Program, this
problem will quickly and inevitably spread to the system’s top-level, as well
as into the lower levels of newly created gTLDs. It is therefore imperative to
examine the status of geographical indications under international law in
order to anticipate, and in at least some instances preventatively address,
specific issues with potential to arise during the DNS expansion process.

This chapter begins with an introduction to the legal concept of a
geographical indication and the international framework of protection that
remains in development after more than one hundred years. Mirroring the
way in which geographical indications are separated in this framework, the
analysis of legal rights that follows is divided into two parts, the first
exploring rights in wine and spirit geographical indications, and the second
exploring rights in geographical indications for other products.

7.1.1 GEOGRAPHICAL INDICATIONS, INDICATIONS OF SOURCE
AND APPELLATIONS OF ORIGIN

The term ‘geographical indication’ is one of three legal terms used to
describe geographic names that identify a particular product as originating
from a particular geographical location. ‘Geographical indication’ is the term
used by the TRIPS Agreement, Article 22(1) of which states: ‘Geographical
indications are, for the purposes of this Agreement, indications which
identify a good as originating in the territory of a Member, or a region or
locality in that territory, where a given quality, reputation or other charac-
teristic of the good is essentially attributable to its geographical origin.” Key
to this definition are three points; first, its limitation to ‘goods’; second, the
required nexus of the good with a particular territory; and third, the
demonstration of nexus through a ‘quality, reputation or other characteristic’
being ‘essentially attributable’ to geographical location. These three points

723. Thomas Cottier, The Agreement on Trade-Related Aspects of Intellectual Property
Rights, in Trade and Intellectual Property Protection in WTO Law: Collected Essays 145
(Cameron May 2005).

724. WIPO, WIPO Il Report, paras 223-228 and 237-245.
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differentiate geographical indications from ‘indications of source’ and
‘appellations of origin’, the two other legal terms used to describe geographic
names that identify a particular product as originating from a particular
geographical location,

The precise characteristics of each of these types of names are identified
immediately below, but as an initial matter the existence of significant points
of overlap between the three terms should be emphasized: all *appellations of
origin’ are considered to fall within the definition of ‘geographical indica-
tion’ while at the same time are also ‘considered to be a species of the genus
“indications of source”.”® It is nevertheless unwise to consider ‘geographi-
cal indication’ an ‘umbrella term’; ‘not all indications of source are covered
by the definition of geographical indications since not all of them would
necessarily have the “quality, reputation or other characteristic of the good
which is essentially attributable to its geographical origin”.’"*

Of the three terms, ‘indication of source’ is the broadest and longest in
use at the international level. What started as draft Article 6 at the 1880 Paris
Conference would ultimately take shape in Article 10 of the Paris Conven-
tion for the Protection of Industrial Property as a prohibition on the use of
false indications of the source of goods.™’ This prohibition was limited to the
use of false indications only to the extent that they were used in conjunction
with a false, fictitious, or deceptive trade name.””® Such narrow drafting
provoked a separate agreement in 1891, the Madrid Agreement for the
Repression of False or Deceptive Indications of Source (the ‘Madrid
(Indications of Source) Agreement’), which made actionable any ‘false or
deceptive indication’, whether direct or indirect, of the country or place of
origin.”™ Notably, no nexus to the territory in the form of characteristics or
reputation specifically attributable to the geographical location was required
under the Madrid (Indications of Source) Agreement. More than eighty years
later, the World Intellectual Property Organization’s Model Law for Devel-
oping Countries on Appellations of Origin and Geographical Indications
maintained this position, defining ‘indication of source’ as ‘any expression or
sign used to indicate that a product or service originates in a country or
region or a specific place’.™®

Despite the liberalization of Article 10 achieved at the 1958 Paris
Convention Revision Conference at Lisbon,’®' interest in yet stronger
protection led to another, separate agreement, the Lisbon Agreement for the
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Protection of Appellations of Origin and their International Registration (the
‘Lisbon Agreement’).”*? Article 2(1) of the Lisbon Agreement defines the
term ‘appellation of origin’ as ‘the geographical name of a country, region,
or locality, which serves to designate a product originating therein, the
quality and characteristics of which are due exclusively or essentially to the
geographic environment, including natural and human factors’. Unlike the
Paris Convention and Madrid (Indications of Source) Agreement, the Lisbon
Agreement applies only to geographic names and protects them as such;
symbols and other signs are not protected. Thus it offers stronger protection
than the previous agreements, but to a narrower set of indications,

Although Articles 22, 23 and 24 of the TRIPS Agreement were based on
the Lisbon Agreement, its definition of ‘geographical indication’ marks a
return to a broader scope of covered indications. The TRIPS Agreement does
not require that an indication be a geographic name, but where an indication
is geographic, it must relate to a single Member State only: country names
qualify, but cross-border regional names like ‘Caribbean’ do not.”* Further,
the TRIPS Agreement requires that an indication ‘identify” a ‘good’ rather
than ‘designate’ a ‘product’, though it has been concluded that this change in
wording is of no legal effect.”™* Finally, the TRIPS Agreement allows for a
good’s non-physical reputation to be the basis of its nexus to the geographi-
cal location, while the Lisbon Agreement requires a physical tie in the form
of quality and characteristics of a product as directly resulting from its
geographical location.

By reason of its inclusion in the TRIPS Agreement, to which all WTO
members are bound, the term ‘geographical indication’ is the most authori-
tative of these three terms for origin-connoting names. Neither the Madrid
(Indications of Source) Agreement nor the Lisbon Agreement has a critical
mass of contracting parties, the former with thirty-five and the latter with
twenty-seven.”>® In terms of an up-to-date exposition of rights, ‘geographical
indication’ is also the most appropriate term by reason of its use in the TRIPS
Agreement and in the Doha trade round agenda.™® This chapter thus
primarily focuses on ‘geographical indications’ as these are defined in the
TRIPS Agreement, with the goal of determining their status under interna-
tional law at the point of launch of ICANN’s New gTLD Program. Where

732. Lishon Agreement for the Protection of Appellaticns of Origin and their International
Registration (31 Oct. 1958, entered into force 25 Sep. 1966), 923 U.N.T.S. 205,
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736. Doha WTO Ministerial Declaration, Att. 18, WTO Doc. WI/MIN(C1)/DECI1 (20 Nov.
2001) (available at hitp:.//www.wio.org/fenglish/thewto_e/minist_e/min01_e/mindeci_e.
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specific issues of overlap or conflict with the other two forms of rights
(‘appellations of origin’ or ‘indications of source’) are present, these are
identified,

7.1.2 THREE CONVENTIONS, THREE GROUPS OF GOODS

The immediately preceding section of this chapter identifies three conven-
tions that specifically address geographic names used to identify a particular
product as originating from a particular geographical location: the Madrid
(Indications of Source), Lisbon and TRIPS Agreements. These three con-
ventions are distinguishable not only by the subject matter they protect
(‘indication of source’, ‘appellation of origin’ and ‘geographical indication’,
respectively) but also by the level of protection extended to their respective
subject matters.

Of the three conventions, the Lisbon Agreement offers the highest level
of protection by recognizing rights in appellations of origin through a
registration system comparable to the trademark system. Members are
required by Article 1(2) to protect through domestic law all appellations of
origin ‘as such’, meaning that only rights in the nature of exclusive property
are recognized and recorded in the register. Mere limitations on the use of
appellations through, for example, consumer protection, tort, unfair compe-
tition law or equitable principles are not sufficient. Specifically, domestic law
must prohibit, pursuant to Article 3, all usurpation or imitation, including
‘style’ or ‘type’ indications. All appellations are treated equally, without
regard to type of product, and appeilations protected in the home country are
immunized under Article 6 from ‘genericization’ in all signatory States. This
means that protection can never be lost on the grounds that the public has
come to equate the geographic name with a general type of product, unless
this happens in the country of origin or for some other reason protected status
is lost there. This high level of protection, and in particular the protection
against genericization, helps to explain the relatively low number of
signatories™ to this agreement of whom several, not coincidentally, are the
strongest advocates of increasing geographical indication protection in the
WTO Doha trade negotiations round. These efforts are discussed in detail
later in this chapter.

The Madrid (Indications of Source) Agreement, by contrast, covers a
broader scope of indications but offers them a lower standard of protection,
preventing only false and misleading use. Use includes representations on a

737. Contracting parties comprise: Algeria, Bulgaria, Burkina Faso, Congo, Costa Rica, Cuba,
Czech Republic, Democratic People’s Republic of Korea, France, Gabon, Georgia,
Greece (not in force), Haiti, Hungary, Iran (Islamic Republic of), Israel, Italy, Mexico,
Montenegro, Morocco (not in force), Nicaragua, Peru, Portugal, Republic of Mcldova,
Romania (not in force), Serbia, Slovakia, Spain (not in force), the former Yugoslav
Republic of Macedonia, Toge, Tunisia, Turkey (not in force). WIPO, Lishon Agreement
(Total Contracting Parties: 27).
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product as well as advertising and related communications — what the
Agreement terms at Article 1(1) ‘direct’ and ‘indirect’. Other than its
broadening of protection to not merely false but misleading indications, there
are few substantive differences between the Madrid (Indications of Source)
Agreement and the protection offered under the Paris Convention.”® On the
issue of genericization, members are prevented by Article 4 from treating any
indications for wine as generic terms. This protection is not extended to other
products.

TRIPS Agreement members, by far the most numerous of these three
conventions, are required to prevent the importation of goods that directly or
indirectly use false indications under Article 10 of the Paris Convention, by
virtue of that convention’s inclusion by reference. This is despite the fact that
Article 10 was not initiaily geared toward origin statements: Article 10(1)
requires no nexus to a geographical location; false indication of the ‘identity
of the producer, manufacturer, or merchant’ is actionable. Given the
necessarily commercial nature of this right and its broader applicability to
geographic names other than geographical indications, Article 10 is dis-
cussed in the next chapter, which focuses on unfair competition and related
rights arising out of the commercial use of geographic names.

Articles 22 through 24 of the TRIPS Agreement are, on the other hand,
specifically focused on geographical indications and are set out in that
Agreement under a separate heading of that name. Nexus to territory is
required, but ‘any aspect or element of geographical origin, known or
unknown, physical or human, may underpin a quality, reputation or other
characteristic of a good identified as originating in a particular place.’”®
More clearly than the Madrid (Indications of Source) Agreement but unlike
the Lisbon Agreement, protected indications are divided into two groups by
the type of product they identify: wines and spirits, and other products. The
scope of protection afforded under the TRIPS Agreement to these two groups
of products is explored next, and areas of conflict between this protection and
the use of protected names in the DNS are identified.

72 RIGHTS IN GEOGRAPHICAL INDICATIONS
UNDER THE TRIPS AGREEMENT

7.2.1 SCOPE OF PROTECTION FOR WINE AND SPIRIT
GEOGRAPHICAL INDICATIONS

There has long been a practice in Europe of identifying wines by the name
of the region from which they originate. Chianti has been identified as

738. See O'Connor, The law of geographical indications, 31.
739. Ibid., 54.
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possibly being the first legally defined geographical indication, its status
having been declared by a Decree of Grand Duke Cosimo III dé Medici in
1716.7*® The name ‘Champagne’, the globally-recognized icon for the many
issues and questions surrounding the recognition of rights in geographical
indications at an international level, is said to have been formally recognized
in 1887 by the Angers Court for use only in connection with wines produced
and grown in the Champagne region of France.”! This was not the first
recognition of a geographical indication in France, but rather the start of a
period of momentum in which courts ‘confirmed that the name of a locality
belonged to all the inhabitants that had interest to exploit it to make the
situation of their establishment known, and the place of origin or of
manufacturing of their products.’”*?

The concern in early cases recognizing geographical indications seems
not to have been the identification of particular characteristics of products as
a nexus to the territory of origin; rather, the names served purely to link
geographical location of fabrication with product.”® Today, Article 22(1) of
the TRIPS Agreement requires that there be a deeper nexus between territory
and product: it is not sufficient that a good simply originate from a defined
geographical location. For all products, not just wines and spirits, it must be
shown that ‘a given quality, reputation or other characteristic of the good is
essentially attributable to its geographical origin.” In meeting this standard,
‘any aspect or element of geographical origin, known or unknown, physical
or human, may underpin a quality, reputation or other characteristic of a good
identified as originating in a particular place.””*

A nod to their longstanding use in the ‘Old World’, Article 23 of the
TRIPS Agreement accords a higher level of protection to wine and spirit
geographical indications than it does to indications for other goods. Specifi-
cally, Article 23(1) sets a standard of absolute protection, meaning that it
requires Member States to prevent all uses of a wine or spirit geographical
indication on wines or spirits not originating in the identified geographical
location, ‘even where the true origin of the goods is indicated or the
geographical indication is used in translation or accompanied by expressions
such as “kind”, “type”, “style”, “imitation” or the like.” Article 23(2) further
prevents registration and requires invalidation of trademarks containing or
consisting of a geographical name of a wine or spirit for wines or spirits.

To wines alone, the TRIPS Agreement directs further refinements in
their current and future recognition. As to their current recognition, Article

740. See Broude, 666.
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23(3) recognizes homonymous geographical indications, thus acknowledg-
ing the potential for a ‘New World’ wine region to have been named by its
inhabitants after the ‘Old World’ wine region from which they emigrated. As
to future recognition, Article 23(4) directs that negotiations be undertaken
regarding the establishment of a ‘muitilateral system of notification and
registration of geographical indications for wines eligible for protection’ in
their home country. This is the highest level of protection (and potential for
future protection) offered to geographical indications under the TRIPS
Agreement, and yet it still leaves many gaps into which unchallengeable uses
may fall.

7.2.2 ISSUES FOR WINE AND SPIRIT GEOGRAPHICAL
INDICATIONS AS GTLD STRINGS

7.2.2.1 Top-Level Domains Offer a Service, Not Goods

The WIPO II Report highlighted ‘two fundamental problems in endeavoring
to apply the existing international legal framework to prevent the bad faith
misuse of geographical indications in the DNS.’?** The first of these is the
limitation of protection to geographical indications used to identify goods. In
respect of second-level domain names, it was concluded:

The mere registration of a geographical indication as a domain name by
someone with no connection whatsoever with the geographical locality
in question, however cheap and tawdry a practice, does not appear to be,
on its own, a violation of existing international legal rules with respect
to false indications of source and geographical indications. Such a
registration may violate existing standards if it is associated with
conduct relating to goods. ... one can imagine various hypothetical uses
of domain name registrations with respect to goods which might be
considered to constitute violations of the provisions on the protection of
geographical indications in the TRIPS Agreement. However, there are
many circumstances in which a domain name registration, even though
constituting a false or unauthorized use of a geographical indication,
may not constitute a violation of existing international rules because
there is no relationship between the domain name and goods.”*®

An obvious corollary to the limitation to goods is the exclusion of services,
which has been subjected to scrutiny. The term ‘good’ notably replaces
‘product’, the term used in the Lisbon and Madrid (Indications of Source)
Agreements and the Paris Convention, and this has been interpreted as
evidence of the drafters’ intention to exclude services from Articles 22 and

745. WIPO, WIPO II Report, para. 239.
746, Ibid., para. 240.
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23: ‘It seems that where negotiators wanted to indicate that a rule in respect
of indications applied to services as well as goods, they said so.””*” Others
have also reached this conclusion.”™® Thus, for example, a registration of the
domain name www.champagne.com must be prevented pursuant to Article
23(1) if the website operated under that name purported to sell or offer for
sale sparkling wines not originating in Champagne, France or ‘Champagne-
type’ sparkling wines. It could not be prevented if the website offered
information about such products not in the context of advertising their sale
or if it offered other services (such as hospitality and tourism services offered
by a hoteliers’ association in the Champagne region). The existing interna-
tional legal framework thus offers, in the words of the WIPO IT Report, ‘only
a partial solution to the problem of” registration of geographical indications
as second-level domain names.”®

By contrast, the existing international legal framework offers no
solution at all at the top-level of the DNS. The explanation for this lies in the
fundamental differences between the top and lower levels of the DNS, which
have been comprehensively discussed in Chapter 2. To summarize that
discussion, second and lower level domain names have come to be used to
identify the content of the websites to which they point. Use of a
geographical indication in connection with goods is possible (though not
inevitable) in that environment, where the domain name serves to identify
goods offered for sale by means of an associated website. Use of a
geographical indication in connection with goods is not possible, however,
where the domain name serves to identify a communications portal for use
by others for a variety of purposes (offering goods or services, expressing an
opinion, reporting news, etc.) as top-level domains do. Top-level domains are
themselves a service: the registry’s primary function is to maintain an
up-to-date listing of all of the second-level domain name registrations within
them. This facilitates access to and between the registrants of those domain
names, the registrants of domain names in other top-level domains and
internet users. In short, top-level domain registries have no inherent
connection to goods. They provide an environment in which others can
self-identify and make available information which may or may not be
connected to goods. A .football top-level domain, for example, would have
only an indirect connection, if even any, to footballs. Rather, .football
identifies itself as a space in which web users are able to communicate with

747, Gervais, 298. As an example of an explicit application to services, Gervais points to Art.
24(6) of the TRIPS Agreement.
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others, most likely about things having to do with ‘football’, which term has
multiple interpretations (an item of sports equipment as well as various forms
worldwide of a sport called ‘football’). The same can be said of a
.champagne or a .parmigiano-reggiano top-level domain.

This means that Article 23 of the TRIPS Agreement offers no protection
against uses of geographical indications for wines and spirits at the top-level
of the DNS, Even to the extent that the second ‘fundamental problem’
identified in the WIPO II Report — the lack of harmonization as to the
recognition of geographical indications™® — was somehow resolved, this
would not change the outcome as regards geographical indications’ use as a
top-level domain. To impute a connection with goods to a top-level domain
is to deny the very structure of the DNS. For this reason, expansion at the
top-level cannot simply mirror the geographical indjcations community’s
attempts at managing growth at the second-level; the issues are similar, but
clearly not the same,

7.2.2.2 Homonymous Wine Geographical Indications Possible,
TLDs Impossible

Another issue that can be managed at the second-level of the DNS but proves
insurmountable at its top-level is that of homonyms. Article 23(3) of the
TRIPS Agreement recognizes homonymous geographical indications for
wines by requiring that they be protected and also that the States involved
resolve conflicts by establishing means of differentiation. In so doing, States
are to ensure not only that consumers are not misled, but also that the
producers involved are treated equitably. This recognition is made ‘subject to
the provisions of paragraph 4 of Article 22, which prevent the use of
geographical indications that are ‘literally true as to the territory’ but
nevertheless ‘falsely represent to the public that the goods originate in
another territory’. Recognition of homonyms enables, for example, the
co-existence of Rioja as a geographical indication identifying wines from the
Rioja region of Spain as well as a geographical indication identifying wines
from the Rioja region of Argentina.”

750. Ibid., para. 241.
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The sorts of ‘creative solutions’’? that might be employed to distin-
guish wines identified by homonymous names to achieve their co-existence
as ‘offline’ geographical indications are of some assistance at the second-
level of the DNS, but of no effect at the system’s top-level. Domain names
require only absolute uniqueness, so variation at the second-level, even
minor, can serve to distinguish a www.riojaspain.com from a www.riojaar-
gentina.com. Even easier, and indeed in direct acknowledgement of the
territorial nexus of geographical indications, would be to distinguish hom-
onym wines through the use of country code top-level domains: www.rio-
ja.es and www.rioja.ar. Yet this sort of variation is not possible at the
top-level of the DNS, where concerns about user confusion are captured in
the gTLD Applicant Guidebook via rejection and objection on grounds of
confusing similarity.”® In other words, the bar is set higher than absolute
uniqueness for top-level domain strings, and there is simply no way to
accommodate homonyms for wines or indeed for any other products even if
these were at some point to receive a consistent level of protection under
international law. Put simply, there cannot be more than one .rioja internet
top-level domain.

Even the availability of IDNs (domain names in non-Latin language
scripts) is unlikely to offer a satisfactory answer to this problem given the
likelihood that in addition to retaining the name of their ‘Old World’ region,
emigrants also retained the language of their country of origin or at least a
version of it insufficiently distinguishable from the original to survive
objection on grounds of confusing similarity. Whether the States involved in
a conflict over homonymous geographical indication new gTLDs could reach
the sort of compromise called for by Article 23(3) is questionable. Also
questionable is two States reaching agreement to share a gTLD, with the
result that resolution of conflicting applications will be left to community
priority evaluation and/or auction.”* The result under either all-or-nothing
approach is a losing party’s exclusion from the top-level of the DNS. Even
if a sufficiently different {(and agreeable) alternative string exists, the gTLD
applicant must wait until a subsequent DNS expansion round to apply for it.

Member States likely to find themselves in this position should consider
that ‘if the solution adopted by a Member prejudiced the producers of
another Member or could objectively mislead consumers, it could be argued
that that Member had failed to comply with’™® Article 23(3). Applying this
logic to the New gTLD Program, a State’s authorization of a geographical
indication new gTLD application would violate Article 23(3) of the TRIPS
Agreement if it ‘prejudiced the producers’ of products in another State
identified by an identical geographical indication. It is not difficult to come
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to the conclusion that exclusion from the DNS root would indeed prejudice
the holders of a competing geographical indication. Although likely to be few
in number, conflict between homonymous geographical indications has the
potential to be extremely problematic. It is imperative that the States likely
to be embroiled in such conflicts (which should be easy to identify given that
they would already presumably have taken action in the offline context
pursuant to Article 23(3)) give consideration to this issue and develop
strategies for addressing it.

In conclusion, it appears impossible to extend the protection offered by
Article 23 of the TRIPS Agreement to geographical indications for wines and
spirits at the top-level of the DNS. Geographical indications for other
products receive an even lower level of protection, and in the next section it
will be shown that these are also unable to be protected against unauthorized
use as gTLDs,

7.23 SCOPE OF PROTECTION OF OTHER PRODUCT
GEOGRAPHICAL INDICATIONS

While geographical indications for wine and spirits receive what is charac-
terized as ‘absolute’ protection under the TRIPS Agreement, indications for
all other products are said to receive only ‘relative’ protection.”*® Specifi-
cally, Article 22(2) requires that Members prevent any use of a geographical
indication that is misleading as to the true geographic origin of the goods. It
does so by requiring Member States to take steps to prevent any communi-
cation ‘that indicates or suggests that the good in question originates in a
geographical area other than the true place of origin’. Acts of competition or
confusion with goods of a competitor are notably not limited, but this
provision ‘would seem to require at least trying to benefit from or denigrate
the reputation of an industrial sector.””*’ Article 22 also brings geographical
indications meeting the TRIPS definition of that term within the scope of
Article 10bis of the Paris Convention, effectively expanding the scope of

756. See Stephen A. Bowers, Location, Location, Location: The case against extending
geographical indication protection under the TRIPS Agreement, 31(2) ALPL.A. Q. 1.
129, 131 (2003); Thomas Cottier & Marion Panizzen, Traditional Knowledge and
Geographical Indications: Foundations, Interests and Negotiating Positions, in Trade
and Intellectual Property Protection in WTO Law: Collected Essays (Cameron May
2005); Lynne Beresford, Geographical Indications: The Current Landscape. But see
Dwijen Rangnekar, Demanding Stronger Protection for Geographical Indications: The
Relationship between Local Knowledge, Information and Reputation, #2004-11 United
Nations University-INTECH Discussion Paper Series (2004} (arguing that it is inappro-
priate to consider Art. 23 as ‘absolute’ protection).

757. Gervais, 301.
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Article 10bis since it does not otherwise apply to origin statements.”® The
effect of this is explored in detail in Chapter 8.

As noted in the preceding section of this chapter, the TRIPS Agreement
preserves the origin-connoting nature of geographical indications: specifi-
cally, Article 22 permits the nexus between good and territory to be not only
particular physical characteristics but the intangible attribute of reputation.
This is a significant point of departure from the Lisbon Agreement, which
limits protectable appellations of origin to those whose quality and charac-
teristics are attributable to geographical location. The TRIPS Agreement
broadens the scope of protectable indications, but this does not impact upon
the level of protection offered. Unlike the protection offered by Article 23 to
geographical indications for wines and spirits, Article 22 does not require the
prevention of ‘kind’, ‘type’, ‘style’, ‘imitation’ or similar uses of geographi-
cal indications for other products. This is subject only to the limitation in
Article 22(4) prohibiting indications that are ‘literally true as to the territory’
but nevertheless ‘falsely represent to the public that the goods originate in
another territory’.

Like unauthorized wine and spirit geographical indication TLD strings,
unauthorized use of geographical indications for other products is not
preventable. This is not simply because they receive a lower level of
protection under the TRIPS Agreement relative to wine and spirit geographi-
cal indications, but because the protection they do receive is limited, as with
wine and spirit geographical indications, to names identifying goods. As
recognized in the WIPO II Report more than a decade ago, the use of
geographical indications as second-level domain names to lure prospective
consumers to a website offering products other than those true to geographi-
cal origin could fall within the scope of Aricle 22(2)(a).”® Top-level
domains’ lack of connection to goods renders TLD strings comprised of
non-wine or spirit geographical indications in all cases unpreventable.

This conclusion can be reached without consideration of another a key
impediment to the recognition of rights at the international level in
geographical indications, which is the lack of harmonization of protection at
the international level. This was characterized as one of the ‘fundamental
problems’ in the WIPO II Report.”® In practical terms, the lack of
harmonization means that a name protected in one jurisdiction may not be
protected in others. This is the heart of the divide between countries that
support recognition and those that do not, a division that has only become
further entrenched in the negotiations called for by Article 23(4) of the

758. See Conrad, 35-36 (further arguing at 36 that the TRIPS Agreement ‘extends the purview
of Ariicle 10bis for the members of GATT/TRIPs without revealing that it is not simply
the incorporation of a parallel treaty, but an extension of its scope’ (internal citations
omitted)).

759. See WIPO, WIP(O II Report, para. 240,

760. Ibid., para. 241.
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TRIPS Agreement. In the remaining section of this chapter, the status of
those negotiations is explored as a foundation for considering the possible
effect that the New gTLD Program will have on the future recognition of
rights in geographical indications. Two other issues are additionally taken up
given their relevance to new gTLD applications: the impact of an interna-
tional register on the recognition of rights in the DNS and issues of priority
between trademarks and geographical indications.

7.3 OTHER ISSUES FACING GEOGRAPHICAL
INDICATIONS IN THE DNS

7.3.1 INTERNATIONAL NOTIFICATION AND REGISTRATION
SYSTEM

A primary reason offered in the WIPO II Report for not including
geographical indications within the scope of the Uniform Domain Name
Dispute Resolution Policy (UDRP) was the lack of harmonization at the
international level on the recognition of rights and, therefore, the inability to
point to one clear international owner of any given geographical indica-
tion.”s! In the TRIPS-plus environment, side agreements might, if sufficient
in number of signatories and patched together, offer geographical indications
the subject of those agreements a level of recognition that comes closer to
being equivalent to a universal convention,”® but this would require a
significant amount of research to discern which indications these might be,
if any. An international register would remove this problem, putting all on
clear notice of the existence and owner of recognized geographical indica-
tions. This is the solution proposed by Article 23(4) of the TRIPS Agreement
for geographical indications for wines.

The Lisbon Agreement’s establishment of an international notification
and registration system has far broader application in that it incorporates
geographical indications for all products, not only wines. That agreement has
already established an International Register which is maintained by WIPO
on behalf of the twenty-seven signatories. Despite that relatively low
number, the involvement of ‘Old World’ countries such as France, the Czech

761. Ibid., at Executive summary para. (iv) and paras 241-243,

762. See Peter Drahos, BITS and BIPS: Bilateralism in Intellectual Property, 4 1. World Intell.
Prop. 791, 802 (2001) (‘The key point is that the MFN principle in TRIPS, when
combined with bilateralism on intellectual property, will have the effect of spreading and
setting new minimum standards of intellectual property faster than would have happened
otherwise.”). See also Lucas S. Michels, A Blueprint for International TRIPS-plus
Geographical Indications Protections? An analysis of geographical indication protec-
tion proposals in the European Union — India Bilateral Trade and Invesiment Agreement,
15 Gonzaga J, Int'l L. 2 (2011-2012).
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Republic, Italy, Portugal and Spain makes the total number of registrations
significant; France alone has more than five hundred.” Appellations of
origin registered under the Lisbon Agreement stand to benefit from their
higher level of recognition in the New gTLD Program by reason of their
being ‘protected by a statute or treaty’ and thus eligible for inclusion in the
Trademark Clearinghouse,”® the database of authenticated legal rights that
underpins several rights protection mechanisms available in new gTLDs.
While the International Register is the Lisbon Agreement’s most
significant contribution to the cause of protecting geographical indications at
the international level, it is equally a deterrent for those who oppose
recognition. This explains the absence of ‘New World’ wine producing
countries such as the United States, Australia, Chile and Argentina from the
ranks of Lisbon Agreement signatories. This dichotomy continues to mani-
fest itself in the negotiations called for by Article 23(4). Those negotiations,
considered part of the TRIPS Agreement’s ‘built-in agenda’,’®* commenced
in 1998, The intervening years have seen little progress beyond a volley of
proposals authored on the one side by the European Community”®® and on
the other by Japan and the United States, later joined by Canada and Chile.”’
Since the year 2000, these proposals have focused on two issues: first, the
international notification system for wines and second, the extension of the
additional degree of protection offered to wines and spirits to other products.
For a time, the latter issue seemed to dominate discussions, with a surprising
number of ‘New World’ countries joining in support’® of extension amidst
confusion as to whether the Doha Ministerial Declaration mandated this
debate.’®® The Doha Ministerial Declaration set a deadline for decisions
regarding the establishment of an international notification and registration
system for the Fifth Session of the Ministerial Conference held in Cancun,

763. See WIPO, Appellations of Origin, hitp:/fwww.wipo.int/ipdi/en/lisbon/lisbon-map.jsp
{accessed 15 Oct. 2012).

764. ICANN, New gTLD Applicant Guidebook, Trademark Clearinghouse, section 3.2.5.

765. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Report (1996)
of the Council for TRIPS, Part IHl, (1996) IP/C/8 96-4704.

766. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Implementation
of Article 23.4 of the TRIPS Agreement relating to the establishment of a multilateral
system of notification and registrazion of geographical indications, (2000) IP/C/W/107
Communication from the Buropean Communities and their Member States, Rev, |
00-2521,

767. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Proposal for a
multilateral system for notification and registration of geographical indications based on
Article 23.4 of the TRIPS Agreement, (1999) IP/C/W/133/Rev.]1 Communication from
Canada, Chile, Japan and the United States, Rev. 1 99-3125,

768. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Proposal from
Bulgaria, Cuba, Czech Republic, Egypt, Iceland, India, Jamaica, Kenya, Liechienstein,
Mauritius, Nigeria, Pakistan, Slovenia, Sri Lanka, Switzerland, Turkey and Venezuela
{Revision), (2001) IP/C/W/247/Rev.1 01-2491.

769. See Gervais, 46-47. To clarify, ‘the Doha Declarations do not add to or diminish legal
obligations. The question to be considered is whether there is flexibility within the WTO
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in late 2003.77° That deadline has come and gone, and although progress was
reportedly made in early 2011 in drafting a ‘composite text’ that sets out all
of the views thus far expressed,””' no agreement has been reached. Nor has
agreement been reached on the issue of extension of protection.””?

Were it not the case that geographical indications’ connection to goods
otherwise barred the applicability in the DNS of the protection afforded them
under the TRIPS Agreement, an international notification and registration
system would greatly facilitate the allocation of geographical indication new
gTLDs. Such a system already exists to a certain extent at a domestic level
even in countries that do not protect geographic indications as such.”” This
occurs through trademark law in cases where geographical indications are
able, most commonly as a collective mark, to satisfy registration criteria.”’*
The availability of collective mark registration is but one of the many ways
that TRIPS members have fulfilled their obligations to prevent misuse of
geographical indications.””

One can envisage a notification system for rights in geographical
indications functioning in a manner similar to the Trademark Claims service
developed through ICANN’s New gTLD Program. This service is intended
to put would be domain name applicants on notice of existing rights and offer
them the choice of either terminating or continuing with a domain name
application.”” Owners of marks in the Trademark Clearinghouse are to be
notified of completed registrations, thus putting them in a better position to
challenge such registrations. The term ‘owners’ is not entirely appropriate in

legal regime for binding legislative decisions that do not change obligations.” Steve
Chamovitz, The Legal Status of the Doha Declarations, 5 1. Int’l Econ. L. 207, 210
(2002).

770. Doha WTO Ministerial Declaration, Axt. 18, WI/MIN(01)/DEC1, 20 Nov. 2001
(available at htp:/www.wto.org/english/thewto_e/minist e/min01_e/mindecl_e.htmy).

771. WTOQ, Multilateral system of notification and registration of geographical indications for
wines and spirits: Report by the Chairman, Ambassador Darlington Mwape (Zambia) to
the Trade Negotiations Committee, TNAP/21, (21 Apr. 2011) (available at http:/
www.wto.arg/english/tratop_e/dda_e/chair_texts11_e/ftrips_e.doc).

772. See WTO, Issues related to the extension of the protection of geographical indications
provided for in Article